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APPELLANTS' BRIEF PURSUANT TO 37 C.F.R. § 1.192 

UNITED STATES PATENT AND TRADEMARK OFFICE 
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Arlington, Virginia 22202 

Dear Sir: 

Applicants (Appellants herein) appeal the final rejection of Claims 1-19 and 21-30 set 
forth in the January 29, 2003 Final Office Action. Appellants submitted a Notice of Appeal by 
Certificate of Mailing on June 26, 2003. According to the return postcard, the Notice of Appeal 
was received in the Board of Patent Appeals and Interferences on June 30, 2003. Thus, the 
deadline for filing this appeal brief is Tuesday, September 2, 2003. 

This appeal brief is filed in triplicate pursuant to 37 C.F.R. § 1.192(a). Appellants are 
enclosing a check in the amount of $320 to cover the $320 fee for filing an appeal brief pursuant 
to 37 C.F.R. § 1.191 and 1.17(c). 



I. 



REAL PARTIES IN INTEREST 



The real party in interest of the above-captioned application is the assignee, Keen 
Personal Media, Inc., a subsidiary of Western Digital Corporation of Lake Forest, California. 
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II. RELATED APPEALS AND INTERFERENCES 

Appellants are unaware of any related appeal or interference. 

in. STATUS OF CLAIMS 

The present application was originally filed with Claims 1-30 on August 31, 2000. Claim 
20 was cancelled and Claims 1, 19, 21, and 22 were amended during prosecution of the present 
application. Claims 1-19 and 21-30 were finally rejected by the Examiner in the January 29, 
2003 Final Office Action, and the final rejection was maintained in a June 12, 2003 Advisory 
Action. No claims have been allowed in the present application, and Claims 1-19 and 21-30 are 
the subject of this appeal. 

In accordance with 37 C.F.R. § 1.192(c)(9), a copy of the set of claims involved in this 
appeal is included as Appendix A attached hereto. 

IV. STATUS OF AMENDMENTS 

As set forth in Section m, Claims 1, 19, 21, and 22 were amended during the prosecution 
of the present application. No amendment has been filed subsequent to the final rejection. 

V. SUMMARY OF APPELLANTS' INVENTION 

Appellants' invention relates generally to information storage and display systems, and 
more particularly, to video display systems that record information relating to video 
programming. Known video display systems receive incoming broadcast audiovisual data from a 
service provider via the output interface of a set-top box. The set-top box can also receive 
electronic program guide (EPG) information from the service provider to provide broadcast 
scheduling information to the user in a format determined by the service provider. {See, page 1, 
line 1 1 - page 2, line 9 of the specification.) 

Known digital video recording systems do not utilize the EPG information received by 
the set-top box. Instead, such known systems receive and store EPG information from an 
external source via a modem (e.g., telephone modem) to provide broadcast scheduling 
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information to either the user or to resident software programs. Such known systems are 
configured to control the display of the EPG information to the user, using their own format for 
the display. Thus, such known systems do not use information from the broadcaster and do not 
use the set-top box as a conduit for the EPG information, thereby taking control of the display 
presented to the user away from the broadcaster and the service provider. (See, page 2, lines 10 - 
26 of the specification.) 

One aspect of Appellants' invention is a digital video recorder connectable to a set-top 
box. The digital video recorder comprises a storage device and an EPG subsystem to receive the 
EPG information from the set-top box and to process the EPG information to schedule recording 
the broadcast audiovisual data on the storage device. (See, page 2, line 28 - page 3, line 7 of the 
specification.) The digital video recorder can comprise a microprocessor that includes the EPG 
subsystem and is configured to control the digital video recorder and the set-top box. (See, 
Figure 1 and page 8, lines 10-12 of the specification.) 

By accessing the EPG information transmitted to set-top boxes by service providers, 
embodiments of Appellants' invention do not require the modem of prior art systems, and 
provide a seamless transition for the user upon adding a digital video recorder to the user's video 
system. In addition, embodiments of Appellants' invention allow the broadcaster and the service 
provider to remain in control of the information displayed to the user and also to remain in 
control of the format of the displayed information. This retention of control by the broadcaster 
and the service provider can be valuable with regard to presenting advertising information to the 
user. (See, page 10, lines 3-18 of the specification.) 

VI. ISSUE PRESENTED ON APPEAL 

The following issues are presented on appeal: 

Whether Appellants' claimed invention should be deemed 
anticipated where the cited references do not include all the limitations of 
the claimed subject matter; and 
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Whether Appellants' claimed invention should be deemed obvious 
where the cited references do not teach or suggest the claimed subject 
matter. 

VII. GROUPING OF CLAIMS 

For the purposes of this appeal only, Appellants group the pending claims as follows: 
Group I: Claims 1-12, 19, and 22-30 
Group H: Claims 13, 14, 16, and 17 
Group IE: Claims 15 and 18 
Group IV: Claim 21 

Appellants submit that each of these groups is separately patentable from the other groups, since 
each group was rejected by the Examiner under separate grounds. In the following discussion, 
Appellants provide arguments for patentability for each of the groups. 

VIIL ARGUMENT 

For the Board's convenience, Appellants are including copies of the references discussed 
herein in Appendix B, and copies of the cases relied upon herein in Appendix C. 

A. DISCUSSION OF THE REFERENCES RELIED UPON BY EXAMINER 

In the Final Office Action mailed January 29, 2003, the Examiner rejects Claims 1-12, 
19, and 22-30 under 35 U.S.C. § 102(e) as being anticipated by U.S. Patent No. 6,002,394 to 
Schein et al. The Examiner also rejects Claims 13, 14, 16, and 17 under 35 U.S.C. § 103(a) as 
being unpatentable over Schein et al. in view of U.S. Patent No. 6,003,041 to Wugofski. The 
Examiner also rejects Claims 15 and 18 under 35 U.S.C. § 103(a) as being unpatentable over 
Schein et al. in view of U.S. Patent No. 5,963,264 to Jackson. The Examiner also rejects Claim 
21 under 35 U.S.C. § 103(a) as being unpatentable over Schein et al. in view of U.S. Patent No. 
5,699,107 to Lawler et al. 
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1. Schein et al. 

U.S. Patent No. 6,002,394 to Schein et al. ("Schein") discloses a system and method for 
providing television schedule information to a viewer using a remote database (e.g., a database 
on the internet). As illustrated by Figure 1 of Schein, the system of Schein utilizes a computer 
system coupled to a television system. The computer system comprises a hard drive for storing 
control software and comprises a microprocessor, which can be located within a set-top box. 
(See, column 4, lines 52-60, column 5, lines 38-44, and column 6, lines 7-9 of Schein.) The 
television system includes a television which may be a commercially available television. The 
television system may include one or more video tape recorders (VCRs) for storing broadcast 
data. This VCR can be a commercially available VCR or another type of recording and/or 
storage device (analog or digital). (See, column 5, lines 16-23 of Schein.) 

2. Wugofski 

U.S. Patent No. 6,003,041 to Wugofski ("Wugofski") discloses a system and method for 
managing multiple channel maps from multiple input devices in a multimedia system. The 
system utilizes EPG information to map the various channels from various sources into separate 
logical channels unique within the system. (See, column 2, lines 13-29 of Wugofski.) Wugofski 
discloses that the various sources can include a VHF/UHF antenna, a satellite dish, a cable 
connection box, a modem, as well as other conventional signal sources. The control functions 
for these devices may be achieved by wired interfaces, such as those described by the IEEE- 1394 
interface standard. (See, column 3, lines 2-28 of Wugofski.) 

3. Jackson 

U.S. Patent No. 5,963,264 to Jackson ("Jackson") discloses a system and method for 
wireless control of video recording device operations. The system includes a television receiver 
and one or more video cassette recorders wirelessly coupled to the television receiver. The 
digital data stream transmitted by the broadcaster to the television receiver includes television 
programming, EPG information, and hardware-specific infrared control codes corresponding to 
various video cassette recorders. Program scheduling information is presented to the user based 
on the EPG information. In response to signals from the user indicating which programs to 
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record and which VCR to use, the television receiver transmits corresponding infrared control 
signals to the video cassette recorder for selective recording. (See, column 2, line 41 - column 3, 
line 6 of Jackson.) 

4. Lawler et al. 

U.S. Patent No. 5,699,107 to Lawler et al. ("Lawler") discloses a program reminder 
system for an interactive viewing system. The program reminder system reminds a user when a 
preselected program is available. The system includes an EPG data server that stores program 
schedule information and a subscriber database that stores subscriber specific information such 
as a user's viewing preferences and history. (See, column 4, lines 27-67 of Lawler.) 

B. DISCUSSION OF THE ISSUES ON APPEAL 

1. Claims 1-12, 19, and 22-30 (Group I) are not anticipated by Schein 
because each of these claims include limitations not disclosed by 
Schein 

The Examiner asserts that Schein discloses systems and methods for allowing television 
viewers to retrieve, search, select, and interact with television schedule information located in a 
remote database, computer network, or on-line service, e.g., a network server on the Internet or 
World Wide Web. The Examiner further asserts that the system of Schein comprises all the 
limitations of Claims 1-12, 19, and 22-30. 

For the reasons set forth below, Appellants respectfully disagree with the Examiner's 
analysis and conclusions. Appellants respectfully submit that Claims 1-12, 19, and 22-30 (Group 
I) are patentably distinguished over Schein. 
a. Claim 1 

Appellants respectfully submit that Schein does not disclose a "digital video recorder 
connectable to a set-top box ... the digital video recorder comprising: at least one recorder 
interface connectable to the auxiliary interface; a storage device; a microprocessor configured to 
control the digital video recorder and the set-top box, the microprocessor comprising an 
electronic program guide subsystem connected to the recorder interface to receive the electronic 
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program guide information from the set-top box and to process the electronic program guide 
information to schedule recording the broadcast audiovisual data on the storage device; and a 
video output interface separate from the recorder interface, the video output interface connectable 
to a display device," as defined by Claim 1. 

As explained in MPEP § 2131 (February 2003), a claim is anticipated only if "each and 
every element as set forth in the claim is found in a single prior art reference" (emphasis added). 
Furthermore, the elements in the reference " must be arranged as required by the claim" 
(emphasis added). (See, e.g., Brown v. 3M, 265 F.3d 1349, 60 U.S.P.Q.2d 1375 (Fed. Cir. 2001); 
In re Bond, 910 F.2d 831, 15 U.S.P.Q.2d 1566 (Fed. Cir. 1990); Verdegaal Bros. v. Union Oil 
Co. of California, 814 F.2d 628, 631, 2 U.S.P.Q.2d 1051, 1053 (Fed. Cir. 1987).) The Examiner 
has asserted that Schein discloses a system which includes a set-top box, a recorder interface, a 
storage device, a microprocessor, and a video output interface. However, as discussed below, the 
elements in the system of Schein are not arranged as required by Claim 1 of Appellants' 
application. Therefore, Claim 1 is not anticipated by Schein. 

Claim 1 defines a digital video recorder that (i) is connectable to a set-top box; (ii) 
comprises a microprocessor connected to the recorder interface to receive the electronic program 
guide information from the set-top box; and (iii) comprises a video output interface separate from 
the recorder interface. While the Examiner asserts that Schein discloses such a digital video 
recorder, the disclosure of Schein does not satisfy all the limitations of Claim 1, as described 
below. 

i. The digital video recorder and the set-top box are 
connectable to one another. 

The preamble of Claim 1 of Appellants' application specifies that the "digital video 
recorder [is] connectable to a set-top box," and that "the set-top box includ[es] at least one 
auxiliary interface that supports communications between the digital video recorder and the set- 
top box." (emphasis added) Claim 1 further specifies that the digital video recorder comprises 
"at least one recorder interface connectable to the auxiliary interface [of the set-top box]," and "a 
microprocessor ... connected to the recorder interface to receive the electronic program guide 
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information from the set-top box ." (emphasis added) Thus, the digital video recorder and the 
set-top box of Claim 1 of Appellants' application are separate components which are connectable 
to one another. 

The Examiner interprets the whole system of Figure 1 of Schein, including the computer 

12, as the digital video recorder. However, at column 4, lines 56-57, Schein discloses that the 

computer 12 can be located within the set-top box, i.e., the computer 12 is part of the set-top box. 

Thus, interpreting the whole system of Figure 1 of Schein as the digital video recorder 

encompasses interpreting the digital video recorder as including the set-top box. Therefore, the 

interpretation by the Examiner ignores the limitation of Claim 1 of Appellants' application that 

the digital video recorder is connectable to the set-top box. 

ii. The digital video recorder of Claim 1 comprises a 
microprocessor connected to the recorder interface to 
receive electronic program guide information from the 
set-top box. 

As defined in Claim 1 of Appellants' application, "the digital video recorder 
comprises] ... a microprocessor." As argued above, the digital video recorder and the set-top 
box of Claim 1 are separate, but connectable, components. In contrast, the processor of Schein is 
disclosed to be contained in the computer 12 of Figure 1, which can be located within a set-top 
box. Thus, the processor of Schein is in the set-top box, not in the digital video recorder. 
Therefore, the processor of Schein does not satisfy the limitation of Claim 1 in which the 
microprocessor is in the digital video recorder . 

As also defined in Claim 1, the digital video recorder comprises a recorder interface, and 
the microprocessor is "connected to the recorder interface to receive the electronic program guide 
information from the set-top box." The Examiner identifies the connection of the VCR 36 to the 
TV 32 as inherently having a recorder interface as defined by Claim 1. However, by having the 
processor of Schien within the set-top box, Schein discloses that the processor receives electronic 
program guide information directly from the set-top box. The processor of Schein therefore has 
no need to be connected to the "recorder interface" between the VCR 36 and the TV 32 to 
receive electronic program guide information from the set-top box. Thus, the processor of 
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Schein does not satisfy the limitation of Claim 1 in which the microprocessor is connected to the 
recorder interface to receive the electronic program guide information from the set-top box . 

In the June 12, 2003 Advisory Action, the Examiner asserts that this argument of 
Appellants is not acceptable since "both connecting format[s] can efficiently perform similar 
functions," and that constructing a formerly integral structure in various elements (or forming in 
one piece an article which has formerly been formed in two pieces) involves only routine skill in 
the art. However, Appellants submit that the microprocessor in the digital video recorder, as 
defined by Claim 1, is not a mere division into separate elements of a formerly integral structure. 
Appellants' invention, as defined by Claim 1, provides advantages not available using the 
disclosure of Schein. The system of Schein utilizes highly-specialized set-top boxes containing a 
computer, including a hard drive and a microprocessor with an electronic program guide system. 
In contrast, the digital video recorder of Claim 1 is connectable to relatively simple set-top boxes 
with auxiliary interfaces. The relatively simple (and inexpensive) set-top boxes can be provided 
to all users, whether they want to utilize and pay for the enhanced features of a digital video 
recorder or not. For user who do wish to utilize and pay for the enhanced features of a digital 
video recorder, the claimed invention of Claim 1 can be made available to them, thereby 
providing the storage device and the microprocessor with an electronic program guide system 
used for the enhanced recording and viewing capabilities. If the user no longer wishes to utilize 
and pay for these enhanced features, the user only needs to disconnect the digital video recorder. 
Thus, the claimed invention can provide flexible and cost-effective delivery of enhanced digital 
video recording and viewing capabilities to customers while utilizing inexpensive and simple set- 
top boxes. 

iii. The video output interface of Claim 1 is separate from 
the recorder interface and connectable to a display 
device. 

Schein also does not disclose a digital video recorder comprising a video output interface 
which is separate from the recorder interface and connectable to a display device as defined in 
Claim 1. As described above, the Examiner identifies the connection of the VCR 36 to the TV 
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32 as inherently having a recorder interface as defined by Claim 1 of Appellants' invention. In 
the June 12, 2003 Advisory Action, the Examiner also asserts that the system of Figure 1 of 
Schein inherently includes a video output interface since it is connected to a television. The 
Examiner further asserts that "[c]learly the recorder interface must be different from the video 
output interface since the recorder interface is used to communicate with the VCR 36 and the 
video output interface is used to communicate with the display means (television 12)." 

However, the connection identified by the Examiner as corresponding to the recorder 
interface is the same connection identified by the Examiner as corresponding to the video output 
interface. Both Figure 1 and Figure 1 1 of Schein disclose only a single interface between the 
television and the VCR. As described above, the Examiner identifies this single interface (line 
39) between the television 12 and the VCR 36 as corresponding to the recorder interface of 
Appellants' invention. This single interface must also be used to transmit audiovisual data 
between the VCR and the television, so this single interface of Schein also serves as a video 
output interface. Thus, Schein does not satisfy the limitation of Claim 1 in which the digital 
video recorder has a video output interface separate from the recorder interface and connectable 
to a display device . 

For the foregoing reasons, Appellants submit that Claim 1 defines features that are not 
disclosed by Schein. Therefore, Claim 1 is not anticipated by Schein and is patentably 
distinguished over Schein. The Examiner's rejection of Claim 1 under 35 U.S.C § 102(e) is not 
supported by the disclosure of Schein and should be reversed by the Board, 
b. Claims 2-12 

Claims 2, 4-6, and 10-11 each depend from Claim 1, Claim 3 depends from Claim 2, 
Claims 7-9 each depend from Claim 6, and Claim 12 depends from Claim 11. Each of Claims 2- 
12 includes all the limitations of Claim 1, and further recites limitations of particular utility in 
addition to the limitations of Claim 1. In view of the foregoing remarks regarding the 
patentability of Claim 1, Appellants respectfully submit that dependent Claims 2-12 are also 
patentably distinguished over Schein. The Examiner's rejection of Claims 2-12 under 35 U.S.C. 
§ 102(e) is not supported by Schein and should be reversed by the Board. 
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c. Claim 19 

Appellants respectfully submit that Schein does not disclose the invention defined in 
Claim 19. In particular, Schein does not disclose a "digital video recorder connectable to a set- 
top box ... the digital video recorder comprising: at least one device interface connectable to the 
auxiliary interface; a microprocessor configured to control the digital video recorder and the set- 
top box, the microprocessor comprising an electronic program guide subsystem connected to the 
device interface to receive and process the electronic program guide information from the set-top 
box; and a video output interface separate from the device interface, the video output interface 
connectable to a display device." 

As discussed above with respect to Claim 1, Schein does not disclose the limitation of 
Claim 19 in which the digital video recorder (i) is separate from, but connectable to, a set-top 
box ; (ii) comprises a microprocessor connected to the device interface to receive and process the 
electronic program guide information from the set-top box ; and (iii) comprises a video output 
interface separate from the device interface . For the reasons set forth above in relation to Claim 
1, Claim 19 defines features that are not disclosed by Schein, and Appellants respectfully submit 
that Claim 19 is patentably distinguished over Schein. The Examiner's rejection of Claim 19 
under 35 U.S.C. § 102(e) is not supported by Schein and should be reversed by the Board. 

d. Claim 22 

Appellants respectfully submit that Schein does not disclose the claimed invention of 
Claim 22. In particular, Schein does not disclose a method for communicating electronic 
program guide information from a set-top box to a digital video recorder comprising a video 
output interface and a microprocessor comprising an electronic program guide subsystem, the 
method comprising "connecting at least one recorder interface of the digital video recorder to at 
least one auxiliary interface of the set-top box, the recorder separate from the video output 
interface and connected to the electronic program guide subsystem; recognizing the connection 
of the digital video recorder to the set-top box; and communicating the electronic program guide 
information from the set-top box to the electronic program guide subsystem." 
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As discussed above with respect to Claim 1 , Schein does not disclose the limitation of 
Claim 22 in which the digital video recorder is connected to the set-top box via a recorder 
interface separate from the video output interface . In addition, Schein does not disclose the 
limitation of Claim 22 in which the connection between the digital video recorder and the set-top 
box is recognized . Furthermore, Schein does not disclose the limitation of Claim 22 in which 
electronic program guide information is communicated from the set-top box to the electronic 
program guide subsystem of the microprocessor in the digital video recorder . 

At page 3, line 20 - page 4, line 6 of the June 12, 2003 Advisory Action, the Examiner 
responds to Appellants' arguments made in the Response to the January 29, 2003 Final Office 
Action by stating that "Schein clearly discloses communicating electronic program guide 
information from a set-top box ... to the digital video recorder" and that "[i]t is pertinent to note 
that the processor is located within the STB ." (emphasis added) Appellants submit that this 
response by the Examiner clearly shows that the Examiner has ignored limitations of Claim 22, 
including having "a digital video recorder comprising ... a microprocessor." 

For the foregoing reasons, Claim 22 defines features that are not disclosed by Schein, and 
Appellants respectfully submit that Claim 22 is patentably distinguished over Schein. The 
Examiner's rejection of Claim 22 under 35 U.S.C. § 102(e) is not supported by Schein and 
should be reversed by the Board. 

e. Claims 23-30 

Claims 23, 26, 27, and 30 each depend from Claim 22. Claims 24-25 each depend from 
Claim 23, and Claims 28-29 each depend from Claim 27. Each of Claims 23-30 includes all the 
limitations of Claim 22, and further recites limitations of particular utility in addition to the 
limitations of Claim 22. In view of the foregoing remarks regarding the patentability of Claim 
22, Appellants respectfully submit that dependent Claims 23-30 are also patentably distinguished 
over Schein. The Examiner's rejection of Claims 23-30 under 35 U.S.C. § 102(e) is not 
supported by Schein and should be reversed by the Board. 
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2. Claims 13, 14, 16, and 17 (Group II) are not obvious because Schein in 
view of Wugofski do not teach or suggest the claimed subject matter. 

The Examiner rejects Claims 13, 14, 16, and 17 under 35 U.S.C. § 103(a) as being 
unpatentable over Schein in view of Wugofski. The Examiner asserts that Schein teaches 
essentially the claimed invention except for wherein the auxiliary interface or the recorder 
interface supports isochronous communication or asynchronous communication. The Examiner 
further asserts that Wugofski teaches these limitations by virtue of using an IEEE- 1394 interface 
and that it would have been obvious to modify Schein by using such an interface. 

Appellants respectfully disagree with the Examiner's analysis and conclusions. Claims 
13, 14, 16, and 17 each depend from Claim 1. As discussed above with respect to Claim 1, 
Schein does not disclose all the limitations of Claim 1 . Furthermore, Wugofski does not teach, 
disclose, or suggest the limitations of Claim 1 not disclosed by Schein. Therefore, Appellants 
respectfully submit that Claim 1 is patentably distinguished over Schein in view of Wugofski. 

Each of Claims 13, 14, 16, and 17 includes all the limitations of Claim 1, and further 
recites limitations of particular utility in addition to the limitations of Claim 1 . In view of the 
foregoing remarks regarding the patentability of Claim 1, and in further view of the additional 
limitations of Claims 13, 14, 16, and 17, Appellants respectfully submit that dependent Claims 
13, 14, 16, and 17 (Group II) are also patentably distinguished over Schein in view of Wugofski. 
The Examiner's rejection of Claims 13, 14, 16, and 17 under 35 U.S.C. § 103(a) is not supported 
by Schein in view of Wugofski and should be reversed by the Board. 

3. Claims 15 and 18 (Group III) are not obvious because Schein in view 
of Jackson do not teach or suggest the claimed subject matter. 

The Examiner rejects Claims 15 and 18 under 35 U.S.C. § 103(a) as being unpatentable 
over Schein in view of Jackson. The Examiner asserts that Schein teaches essentially the 
claimed invention except for wherein the auxiliary interface or recorder interface supports 
synchronous communication. The Examiner further asserts that Jackson teaches these limitations 
and that it would have been obvious to modify Schein to support synchronous communication. 



-13- 



Appl.No. : 09/652,730 
Filed : August 3 1 , 2000 



Appellants respectfully disagree with the Examiner's analysis and conclusions. Claims 
15 and 18 each depend from Claim 1. As discussed above with respect to Claim 1, Schein does 
not disclose all the limitations of Claim 1. Furthermore, Jackson does not teach, disclose, or 
suggest the limitations of Claim 1 not disclosed by Schein. Therefore, Appellants respectfully 
submit that Claim 1 is patentably distinguished over Schein in view of Jackson. 

Each of Claims 15 and 18 includes all the limitations of Claim 1, and further recites 
limitations of particular utility in addition to the limitations of Claim 1 . In view of the foregoing 
remarks regarding the patentability of Claim 1, and in further view of the additional limitations 
of Claims 15 and 18, Appellants respectfully submit that Claims 15 and 18 (Group HI) are also 
patentably distinguished over Schein in view of Jackson. The Examiner's rejection of Claims 15 
and 18 under 35 U.S.C. § 103(a) is not supported by Schein in view of Jackson and should be 
reversed by the Board. 

4. Claim 21 (Group IV) is not obvious because Schein in view of Lawler 
do not teach or suggest the claimed subject matter. 

The Examiner rejects Claim 21 under 35 U.S.C. § 103(a) as being unpatentable over 
Schein in view of Lawler. The Examiner asserts that Schein teaches essentially the claimed 
invention except for wherein the digital video recorder comprises a user viewing monitor that 
keeps track of and compiles a user viewing history and set of user preferences. The Examiner 
further asserts that Lawler teaches these limitations and that it would have been obvious to 
modify Schein to provide these limitations. 

Appellants respectfully disagree with the Examiner's analysis and conclusions. Claim 21 
depends from Claim 19. As discussed above with respect to Claim 19, Schein does not disclose 
all the limitations of Claim 19. Furthermore, Lawler does not teach, disclose, or suggest the 
limitations of Claim 19 not disclosed by Schein. Therefore, Appellants respectfully submit that 
Claim 19 is patentably distinguished over Schein in view of Lawler. 

Claim 21 includes all the limitations of Claim 19, as well as further reciting additional 
limitations of particular utility. In view of the foregoing remarks regarding the patentability of 
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Claim 19, and in further view of the additional limitations of Claim 21, Appellants respectfully 
submit that Claim 21 (Group IV) is also patentably distinguished over Schein in view of Lawler. 
The Examiner's rejection of Claim 21 under 35 U.S.C. § 103(a) is not supported by Schein in 
view of Lawler and should be reversed by the Board. 



As set forth above, the final rejection of Claims 1-12, 19, and 22-30 under 35 U.S.C. 
§ 102(e) as being anticipated by Schein and the final rejection of Claims 13-18 and 21 under 35 
U.S.C. § 103(a) as being unpatentable over Schein in view of Wugofski, Jackson, or Lawler 
should be reversed. Appellants' respectfully submit that the claims pending in the present 
application are patentably distinguished over the cited prior art. Appellants' respectfully request 
that this Board overturn the Examiner's rejections and to remand this application to the Examiner 
with directions to pass all pending claims to allowance. 



IX. 



CONCLUSION 



Respectfully submitted, 

KNOBBE, MARTENS, OLSON & BEAR, LLP 



Dated: 




By: 



Bruce S. Itchkawitz 
Registration No. 47,677 
Attorney of Record 
2040 Main Street 
Fourteenth Floor 
Irvine, California 92614 
949-760-0404 
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APPENDIX A 
Claims Presented on Appeal 

1. (Rejected) A digital video recorder connectable to a set-top box configured to 
receive electronic program guide information and broadcast audiovisual data, the set-top box 
including at least one auxiliary interface that supports communication between the digital video 
recorder and the set-top box, the digital video recorder comprising: 

at least one recorder interface connectable to the auxiliary interface; 
a storage device; 

a microprocessor configured to control the digital video recorder and the set-top 
box, the microprocessor comprising an electronic program guide subsystem connected to 
the recorder interface to receive the electronic program guide information from the set-top 
box and to process the electronic program guide information to schedule recording the 
broadcast audiovisual data on the storage device; and 

a video output interface separate from the recorder interface, the video output 
interface connectable to a display device. 

2. (Rejected) The digital video recorder of Claim 1, wherein the electronic program 
guide subsystem comprises an electronic program guide processor. 

3. (Rejected) The digital video recorder of Claim 2, wherein the electronic program 
guide subsystem further comprises an electronic program guide manager. 

4. (Rejected) The digital video recorder of Claim 1, wherein the electronic program 
guide subsystem further comprises an electronic program guide storage buffer to store the 
electronic program guide information. 

5. (Rejected) The digital video recorder of Claim 1, wherein the electronic program 
guide subsystem is configured to present processed electronic program guide information to a 
user. 
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6. (Rejected) The digital video recorder of Claim 1, wherein the digital video 
recorder receives the electronic program guide information and the broadcast audiovisual data 
from a single source. 

7. (Rejected) The digital video recorder of Claim 6, wherein the single source is the 
set-top box. 

8. (Rejected) The digital video recorder of Claim 6, wherein the digital video 
recorder receives the electronic program guide information and the broadcast audiovisual data via 
a single interface. 

9. (Rejected) The digital video recorder of Claim 6, wherein the digital video 
recorder receives the electronic program guide information as a component of one or more 
channels of the broadcast audiovisual data. 

10. (Rejected) The digital video recorder of Claim 1, wherein the electronic program 
guide subsystem is configured to receive updated electronic program guide information from the 
set-top box, where the set-top box is configured to detect updated electronic program guide 
information. 

1 1 . (Rejected) The digital video recorder of Claim 1 , wherein the electronic program 
guide subsystem is configured to receive electronic program guide information selectively 
transmitted by the set-top box via the auxiliary interface and the recorder interface. 

12. (Rejected) The digital video recorder of Claim 11, wherein the electronic 
program guide subsystem is configured to transmit a request signal to the set-top box, where the 
set-top box is configured to selectively transmit the electronic program guide information to the 
electronic program guide subsystem in response to the request signal. 

13. (Rejected) The digital video recorder of Claim 1, wherein the at least one 
auxiliary interface supports isochronous communication. 

14. (Rejected) The digital video recorder of Claim 1, wherein the at least one 
auxiliary interface supports asynchronous communication. 

15. (Rejected) The digital video recorder of Claim 1, wherein the at least one 
auxiliary interface supports synchronous communication. 
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16. (Rejected) The digital video recorder of Claim 1, wherein the at least one 
recorder interface supports isochronous communication. 

17. (Rejected) The digital video recorder of Claim 1, wherein the at least one 
recorder interface supports asynchronous communication. 

18. (Rejected) The digital video recorder of Claim 1, wherein the at least one 
recorder interface supports synchronous communication. 

19. (Rejected) A digital video recorder connectable to a set-top box configured to 
receive electronic program guide information, the set-top box including at least one auxiliary 
interface that supports communication between the digital video recorder and the set-top box, the 
digital video recorder comprising: 

at least one device interface connectable to the auxiliary interface; 

a microprocessor configured to control the digital video recorder and the set-top 
box, the microprocessor comprising an electronic program guide subsystem connected to 
the device interface to receive and process the electronic program guide information from 
the set- top box; and 

a video output interface separate from the device interface, the video output 
interface connectable to a display device. 

20. (Cancelled) 

21. (Rejected) The digital video recorder of Claim 19, wherein the digital video 
recorder comprises a user viewing monitor that keeps track of and compiles a user viewing 
history and set of user preferences. 

22. (Rejected) A method for communicating electronic program guide information 
from a set-top box configured to receive the electronic program guide information to a digital 
video recorder comprising a video output interface connectable to a display device and a 
microprocessor configured to control the digital video recorder and the set-top box, the 
microprocessor comprising an electronic program guide subsystem, the method comprising: 
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connecting at least one recorder interface of the digital video recorder to at least 
one auxiliary interface of the set-top box, the recorder interface separate from the video 
output interface and connected to the electronic program guide subsystem; 

recognizing the connection of the digital video recorder to the set-top box; and 
communicating the electronic program guide information from the set-top box to 
the electronic program guide subsystem. 

23. (Rejected) The method of Claim 22, wherein the electronic program guide 
information and broadcast audiovisual data are transmitted to the set-top box from a single 
source. 

24. (Rejected) The method of Claim 23, wherein the electronic program guide 
information and the broadcast audiovisual data are received by an input interface of the set-top 
box. 

25. (Rejected) The method of Claim 23, wherein the electronic program guide 
information is included in the broadcast audiovisual data. 

26. (Rejected) The method of Claim 22, wherein the electronic program guide 
subsystem receives updated electronic program guide information from the set-top box, where 
the set-top box is configured to detect updated electronic program guide information. 

27. (Rejected) The method of Claim 22, wherein the electronic program guide 
subsystem receives electronic program guide information selectively transmitted by the set- top 
box via the auxiliary interface and the recorder interface. 

28. (Rejected) The method of Claim 27, wherein the electronic program guide 
subsystem transmit a request signal to the set-top box, and the set-top box selectively transmits 
the electronic program guide information to the electronic program guide subsystem in response 
to the request signal. 

29. (Rejected) The method of Claim 27, wherein the transmitting of the electronic 
program guide information from the set-top box is performed selectively in response to user 
input. 
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30. (Rejected) The method of Claim 22, wherein the method further comprises 
storing the electronic program guide information in an electronic program guide storage buffer of 
the electronic program guide subsystem. 
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APPENDIX B 
Copies of References Discussed in Appeal Brief 

Copies of the following references are attached hereto: 

U.S. Patent No. 6,002,394 to Schein et al., issued on December 14, 1999, for 
Systems and Methods for Linking Television Viewers with Advertisers and 
Broadcasters. 

U.S. Patent No. 6,003,041 to Wugofski, issued on December 14, 1999, for 
Method and Managing Multiple Channel Maps from Multiple Input Devices in 
a Multimedia System. 

U.S. Patent No. 5,963,264 to Jackson, issued on October 5, 1999, for Selecting a 
Digital Television Program and the Control of a Non-Attached Recording 
Device. 

U.S. Patent No. 5,699,107 to Lawler et al., issued on December 16, 1997, for 
Program Reminder System. 
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APPENDIX C 
Cases Cited in Appeal Brief 

Copies of the following references are attached hereto: 

Verdegaal Bros, v. Union Oil Co. of California, 814 F.2d 628, 2 U.S.P.Q.2d 1051 (Fed. 
Cir. 1987). 

In re Bond, 910 F.2d 831, 15 U.S.P.Q.2d 1556 (Fed. Cir. 1990). 
Brown v. 3M, 265 F.3d 1349, 60 U.S.P.Q.2d 1375 (Fed. Cir. 2001). 
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Which obligate the GoVermftent to an ex- 
penditure of funds. ... 
Similarly, 41 aF;R. § 1.20$ (1983) defines 
''prbiMirement" as 
the acquisition ... from ' rion-Ffederal 
sources, 6f personal property anii non- 
personaf Services (including" construction) 
by such means as purchasing, renting, 
leasing (mclucBhg real property); con- 
tracting or bartering, but hot by seizure, 
condemnation, donation, or requisition. 
Here there wias no "buyer" or "seller** and 
no obligation oh thfc part of the Ctovern- 
m^nt to expend fund& The Claims Court 
noted that "at ; cash 'piyment' id nbt the 
applicable test" 1 of whether a contract 
comes within the 'Suribit of the GDA. See 
Coffey v. United States On Behalf Of The 
C&mrtiodity Gtedit - Corp., 626 FSupp. 
1246^ 1250 (D.Kan.f£f86); We ire per- 
suaded, however, that the transaction here 
was closer to being donative in nature than 
it wa& to the contracts for procurement of 
property or 1 servicies which Congress con- 
templated including within the scope of the 
Contract Disputes Act 

We are also not convinced that the trans- 
action was a "barter^ contract as found by 
the Claims Court to support its holding 
that the GDA was applicable. The Septem- 
ber 23, , 1983 document merely conditioned 
acceptance of the LAV virus samples on a 
premise to refrain from sharing them with- 
out permission from Pasteur. Neither that 
promise ndr ; the Gk^eirnment^s itnplied 
promise to share the results df future ex- 
periments with Pasteur can be considered 
• 'specific property " susceptible of valua- 
tion;" as would be required for barter. 
Black's Law Dictionary 1200 (5th ed. 1979). 

Finally, application of complex, b'^ 
some, and inevitably time-cohsuniihg pro- 
curement regulations to the type bf scien- 
tific collaboration here involved would "hot 
do justice to tfr^ 

Texcd State Comih'n For The Blind, 796 
F.2d st^4fH$.j'i!&e exchange of iniormatlon 
iand perishable biological products among 
scientists engaged in collaborative research 
relating to deadly diseases such as AIDS 
should not be required to await compliance 
with procurement ^regulations such as 



those requiring a documented determina- 
tion by a contracting officer that the pon- 
traptor (here, 1 Pasteur) is "responsible; 0 41 
G;F;R. §§ l-l;12 r 3-1.12 (1983), or a written 
justification for contracting: on a noncom- 
petitive basis, 41 GF.R. § 3-3.5301 (1983). 
Moreover, the numerous form clauses'" re- 
quired by federal procurement regulations 
would have no applicability to this type of 
: collaborative research effort See, e.g., 41 
C.F.R. §§ l-l;318-7, 1^7 (1983)./ Conffrma- 
tory of this is the fact that HHS itself: has 
used a form similar to Pasteur's September 
23, 1983 agreement when sending cell lines 
to other laboratories. 

For the foregoing reasons, we are per- 
suaded that the primary function of the 
.pleaded contracts was facilitation of the 
transfer of research materials among scien- 
tists engaged in a collaborative research 
effort, not pi^ureme^t of property or ser- 
vices, and that they, therefore, do not fit 
within the scope of the Contract Disputes 
Act Accordingly, we reverse the judg- 
ment of the Claims Court and remand the 
case for consideration of whether there is a 
valid and enforceable contract, and, if so, 
whether it has been breached. / 

REVERSED and REMANDED. : 
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VERDEGAAL BROTHERS, INC., 
William Verdegaal, George 
Verdegaal, Appellees, 

v. 

UNION OIL COMPANY OF CALJFOR- 
1 NIA, liria Agnricuitiiral Seirices, 
Ihc., Appellants. 

Appeal No. 86-1258. 

United States Court of Appeals, 
Federal Circuit 

March 12, 1987. : ^ 

Action was instituted for alleged pat- 
ent infringement. The United States Dis- 
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trict Court for the Eastern District of Cali- 
fornia^ Robert E. Coyle, J., entered judg- 
ment on verdict for plaintiff, declaring pat- 
ent valid and infringed, arid defendants ap- 
pealed. The Court of Appeals* Nies, Cir- 
cuit Judge; held that patent relating to a 
process for making urea-sulfuric acid liquid 
fertilizer by reacting water, urea, a nitro- 
gen^containing chemical, and sulferic acid, 
a sulfu«ontaining chemical, in particular 
proportions was anticipated by prior art 
reference disclosing processes for making 
both urea-phosphoric acid and urea-sulferic 
acid fertilizers and was invalid. 
Reversed. 

See also, FeACir., 750 F.2d 947. 

1. Federal Civil Procedure «=>2609 

A district court presented with a mo- 
tion for judgment notwithstandinjg: the ver- 
dict should consider all of the evidence, in a 
light most favorable to nonmovihg party, 
drawing all reasonable inferences favor- 
able to that party, without determining 
credibility of witnesses/and without Substi- 
tuting its choice for that of the jury and 
deciding between conflicting elements of 
the evidence, and should grant the motion 
only when it is convinced upon the record 
before the jury that reasonable persons 
could not have reached a verdict for the 
nonmoving party. 35 U.S.C.A. §§ 102, 103; 
Fed.Rules Civ.Proc.Rule 50(a, b), 28 U.S. 
C.A. 

2. Federal Civil Procedure <&=»2608 

Party moving for judgment notwith- 
standing the verdict must show that either 
the jury's factual foldings are not sup- 
ported by substantial evidence, or, if they 
are, that those findings cannot support tlie 
legal conclusions which necessarily were 
drawn by the jury and forming its verdict 
35 U.S.C.A. §§ 102, 103; Fed.Rules Civ. 
ProcRule 50(a, b), 28 U.S.C.A. 



3. Patents «=>36(2) 

Presumption of validity afforded a patr 
ent requires that party challenging validity 
prove facts establishing invalidity by clear 
and convincing evidence. 35 U.S.C.A. 
§ 282. 



4. Patents <3=»72(1) 
A claim is anticipated only if each and 

every element as set forth in claim is 
found, either: expressly or inherently de- 
scribed, in a single prior art reference. 35 
U.S.C.A. § 102(e). 

5. Patents e=»66(1.12) 
Patent relating to a process for mak- 
ing urea-sulfuric acid liquid fertilizer by 
reacting water, urea, a nitrogen-containing 
chemical, and sulf eric-acid, a sulfuwion- 
taining chemical, in particular proportions 
was anticipated by prior art reference dis- 
closing processes for making both urea- 
phosphoric m& and urea-sulferic acid fer- 
tilizers and, was invalid. 35 U.S.C.A. 
§§ 102(e), 282. 

GL Patents ^72(1) 

It was ^appropriate for holder of fcatr 
exited fertilizer process to rely on fact that 
sulferic acid was added slowly in prior art 
reference, whereas claimed process allowed 
for rapid addition, where there was no limi- 
tation in subject process with respect to 
rate at which sulferic acid was added. 35 
U.S.C.A. §§ 102(e), 282. 

7. Patents <s=*62(l) 

Discarding testimony of experts with 
respect to what prior art reference taught 
did not eliminate reference itself as evi- 
dence or its uncontradicted disclosure th^t 
a ba*je of recycled fertilizer in a process 
could be used to make more of the. product 
and, hence, did not preclude conclusion that 
claimed process for making liquid fertilizer 
^as invalid as anticipated by prio? art 35 
U,S.C.A. §§ 102(e), 282. 

8. Patents <S=>72(1) 

Failure of prior art reference to explic- 
itly identify heel in process foir manufactur- 
ing liquid fertilizer as a heat sink did not 
preclude reference from antidpating 
claimed process, thus requiring a finding of 
invalidity, where fact that heel functioned 
as a heat sink was inherent in prior art 
reference. 35 U.S.C.A. §§ 102(e), 282, ■> 



Andrew J, Belansky, Christie, Parker & 
Hale, Pasadena, Cal., argued tor appet 
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larits. With him on the brief was David A. 
Dfflaird. 

John Pi Sutton, Limbach, Limbach & Sut- 
ton, Sari Francisco, Gal, argued for appel- 
lees. With him on the brief was Michael E. 
Dergosits. 

Before MARKEY, Chief Judge, and 
DAVIS and NIES, Circuit Judges. 

NIES, Circuit Judge. 

Union 03 Company of California and 
Brei Agricultural Services, Inc. (collective- 
ly Unidn Oil) appeal from a judgment of 
the Ufiited Sfetes District Court for the 
Eastern District of California, No. CV-F- 
83-68 REC, entered On a jury verdict which 
declared U.S. Patent No. 4,310,343 C343), 
owned by Verdegaal Brothers, Inc., "valid" 
and claims 1^ 2, and 4 thereof infringed by 
Union Oil Union Ofl> motion for judg- 
ment notwthstw^ verdict (JNOV) 
was denied. We reverse. . 

/ "■' , \ ' ■ ' X • , ' . : 

; BACKGROUND 
The General Technology 
The patent in suit relates to a process for 
making certain known urea-sulf uric acid 
liqtfid f fttifizeV products, these products 
are made by reacting water, urea (a nitro- 
^en-coritaining chemical), and sulfuric add 
(a suJfti^containirig chemical) in particular 
proportions. The nomenclature commonly 
used by th£ fertilizer industry refers to 
the^ fertilizer products numerically ac- 
cording to the percentages by weight of 
four fertilizer constituents in the following 
order, nitrogen, phosphorous, potassium, 
and sulfur. Thus, for example, a fertilizer 
^ntaining hit^ogen, no phosphorous or 
potassium, and, 9% sulfur M expressed nu- 
metfcally^ 



^ Prpgess of the '#4$ Patent 
The process disclosed in the '343 patent 
involves; the chemical reaction between 
urea and sulfuric acid, which is referred to 
as an exothermic reaction because it £ives 
off heat To prevent high temperature 
buildup, the reaction is conducted in the 



presence of a nonreactive, nutritive heat 
sink which will absorb the heat of reaction. 
Specifically, a proviouslytfnade batch of liq- 
uid fertaizeiy-known as a "heel"— can 
serve as the heat sink to which more reac- 
tants are addedi. Claims 1 and 2 are repre- 
sentative: 

1. In a process for making a concentrate 
ed liquid fertilizer by reacting sulfuric 
acid and urea, to form an end product, 
, the improvement comprising: 

a. providing a non-reactive, nutritive 
heat sink, capable of dissipating the 
heat of urea and sulfuric acid, in an 
amount at least h% of the end product, 

b. adding water to the heat sink in an 
amount not greater than 15% of the 
end product, 

c. adding, urea to the mixture in an 
amount of at least 50# of the total 
weight of the end product, 

d. adding concentrated sulfuric add 
in an amount equal tx>< at least 10% of 
the total weight of the end product 

% The process of claim 1 whereur the 
heat sink is recycled liquid fertilizer. 

Procedural History 
Verdegaal brought suit against Union Oil 
in the United States District Court for the 
Eastern District of California charging that 
certain processes employed by Union Oil 
for making liquid fertilizer products ii*- 
fringed all claims of its '343 patent Union 
Oil defended on the grounds of non- 
infringement and patent invalidity under 35 
U.S.C. §§ 102; i63: The action was tried 
before a jury wftich retted a verdict con- 
sisting of answers to five qtoestidns. Perth 
nent here are its answers that the '343 
patent wak "valid" weir the prior art,: and 
tiiat certain of Uhibri Oil's processles in- 
fringed clainii i; 2,'arid 4 of the patent 
None were fouftdi to infringe claims 3 or 5, 
BasW on the jury's verdict, the; district 
court entered judgment in favor 1 of Verde- 
gaal. ; ■ 

Having unsuccessfully moved for a di- 
rected verdict under Fed.Il.Giv.P. 50(a), Un- 
ion Oi! timely filed a motion under Rule 
50(b) for JNOV seeking a judgment that 
the claims: of the '343 patent were invalid 
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. under sections 102 . and 103. The district 
court denied the motion without opinion. 

II 

ISSUE PRESENTED 

Did the district court err in denying Un- 
ton Oil's ihotiqhfor JNOV with respect to 
the validity of felainis 1, % arid 4 of the '343 
patent? 

- in . 

Standard of Review 

[1] When considering a motion for 
JNOV a district court must (1) consider all 
of the evidence; (2) in a light most favor^ 
able to the non-inoving party; (3) driwing 
all reasonable inferences favorable to that 
party; (4) without determining credibility 
of the witnesses; and (5) without substitut- 
ing^ its choice for that of the jury's in 
deciding between cprifficting elements of 
the eviderice; Railroad Dynamics, Inc. v. 
A. Stucki Co., 727- F.2d 1506, 1512-13, 220 
USPQ 929, 936 (FeACir.), cert denied, 469 
U.S; 871, 105 S.Ct 220, 83 Ii.fed.2d 150 
(1984); Connell n Sears, Roebuck & Co., 
722 F.2d 1542, 1546, 220 USPQ 193, 197 
(Fed.Cir.1983), A district court should 
grant a motion for JNOV only when it is 
convinced upon the record tefore/the jury 
that', reasonable persons could not- have 
%ched a verdict for the nonmoving party. 
Railroad Dynamics, 727 F\2d at 1513, 220 
USPQ at 936; Connell, 722 F.2d at 1546, 
220 USPQ at 197. 



[2] To reverse the district court's denial 
of the ihotion for JNOV, Union Oil must 
convince us that either the jury's factual 
findings ar$ not supported by substantial 
eyidence, or, # |hey are,, thai those findings 
cannot support &ie legal conclusions which 
necessarily were drawn by the jury in 
forming its verdict. See Perkin-Elmer 
Corp. v. Computervision Corp., 73fc F2d 
888, 893, 221 USPQ 669, 673 (Fed,Cir.), 
cert denied, 469 U.S. 857; 105 S.Ct; 187/83 
L.Ed.2d 120 (1984); Railroad Dynamics, 
727 F.2d at 1512, 220 USPQ at 936. Sub- 
stantial evidence is more than just a mere 



scintilla; it is such relevant evidence from 
the record taken as a whole as a reasonable 
mind might accept as adequate to support 
the finding under review. Consolidated 
Edison Co. v. NLRB, 305 U.S. 197, 229, 59 
S.Ct 206, 216, 83 L.Ed. 126 (1938); Perkin- 
Elmer, 732 F.2d at 893, 221 USPQ at 673; 
SSIH Equip. &A. v. US. Int'l Wade 
Comm'n, 718 F,2d 365, 371 a 10, 218 
USPQ 678, 684 i^lQ (Fed.Cir.1983); A trial 
court's denial of a motion for JNOV must 
stand unless the evidence of such quality 
and weight that reasonable and fair-minded 
persons in the exercise of impartial judg- 
ment could not reasonably return the jury's 
verdict Envirotech Corp. v. Al George, 
Ina, 730 F.2d 753; 758, 221 USPQ 473, 477 
(Fed.Cir.1984). - ' 

[3] Our precedent holds that the pre- 
sumption of validity afforded a UdS. patent 
by 35 U.S.C. § 282 requires that the party 
challenging validity prove the facte estab- 
lishing invalidity by clear and convincing 
evidence. American Hoist & Derrick Co. 
v. Sowa & Sons, Ina, 725 F.2d 1350, 1360, 
220 USPQ 763, 770 (FeAGir.), cert denied, 
469 U.S. 821; 105 S.Ct 95^ 83 L.Ed.2d 41 
(1984)V Thus, the precise question to be 
resolved in this case is whetiier Union Oil's 
evidence is so clear arid convincing that 
reasonable jurors could only conclude that 
the claims in issue were invalid; See Per- 
kin-Elmer, 732 F.2d at 893, 221 USPQ at 
673; Railroad Dyriami^s, 727 F.2cl at 
1511, 220 USPQ at 935. 



Anticipation 

[41 A claim is anticipated only if each 
and every element ^ set forth in the. claim 
is found, either expressly pr inherently de- 
scribed, in a; single prior, art reference. 
See, kg., Structural Rubber Prods. Co. v. 
Park Rubber Co., 749 F.?jd 707, 715, 223 
USPQ 1264, 1270 (Fed.CMl984); Connell, 
722 F.2d at 1548, 220 USPQ at 198; Kal- 
man v. Kimberly-Clark Corp.; IIS F.2d 
760,, 771, 218 USPQ 781, 789 (Ffed.Cir.1983), 
cert denied, . 465 U.S. 1026, 104 S^Ct 1284, 
79, L.Ed.2d 687 (1984) ; Union Oil asserts 
that the subject claims of the '343 patent 
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are anticipated wider 35 U.S.C. § 102(e) 1 
by the teachings found in the original appli- 
cation fpr;U.S. Patent No. 4,315,763 to Stol- 
id which the jury was instructed was pri- 
or #rt 1 . 

[5] Prom the jury's verdict of patent 
validity/ we ihust presume that the jury 
concluded that Union Oil failed to prove by 
clear and convincing evidence that claims 1, 
2, and 4 were anticipated by the Stoller 
patent See i PerkifaElrher? 732 f\2d at 
893; 221 USPQ at 673; Railroad Dynam- 
ics, 727 F.2d at 1516, 220 USPQ- at 939. 
Under the instructions of this case, this 
conclusion could have been reached only if 
the jury found that the Stoller patent did 
not disclose each and every element of the 
claimed inventions. Having reviewed: the 
evidence, we conclude that substantial evi- 
dence doeB not support the jury's verdict, 
and, therefore, Union Oil's motion for 
JNOV on the grounds that the claims were 
anticipated should have been granted. 

The Stoller patent discloses processes for 
making both urea-phosphoric acid and urea- 
sulfuric acid fertilizers. Example 8 of Stol- 
ler specifically details a process for making 
30-0-0^10 urea-suifuric;. acid products. 
There is no dispute that Example 8 meets 
elements b, c, and d of claim 1, specifically 
the steps of adding water in an amount not 
greater than 15% Of the product, urea in an 
amount of at least 50% of the product, and 
concentrated sulfuric; acid in an amount of 
at least 10% pf the product Verdegaal 
disputes that Stoller teaches element a, the 
step of claim 1 of "providing a noh-reac- 
tive, nutritive heat sink." As set forth in 
claim 2, the heat Sink is recycled fertilizer. 2 

The Stoller specification, beginning at 
column 7,* line 30, dis&bses: ' ■ 

Oh6e a batch" of liquid product has 
been made; it can be used as a base for 

If Section 102(e) provides: 

. . A person , shall be entitled to a patent un- 
less— 

(e) the invention was; described in a patent 
granted on . an application for patent by anoth- 
er filed in the United States before the inven- 
tion thereof by the applicant for patent, 6r on 
an international application by another who 
; ; ) . has fulfilled the requirements of paragraphs 



further manufacture; This is done by 
placihg the liquid in a stirred vessel of 
appropriate size, adding urea in suffi- 
cient quantity to double the size of the 
finished batch, adding any water re- 
quired for the formulatiohV and slowly 
adding the sulfuric, acid while stirring. 
Leaving a heel, of liquid in the vessel 
permits further manufacture to be con- 
ducted in a stirred fluid mass. 

This portion of the Stoller specification ex- 
plicitly teaches that urea and sulfuric acid 
can be added to recycled fertilizer, i.e., a 
heel or base of previously-made product 
Dr. Young, Union Oil's expert, so testified. 
Verdegaal presented no evidence to the 
contrary. / 

[6] Verdegaal first argues that Stoller 
does not anticipate because in Stoller's 
method sulfuric acid is added slowly, 
whereas the clamed process allows for rap- 
id addition. However, there is no limitation 
in the subject claims with respect to the 
rate at which sulfuric acid is added, and, 
therefore, it is inappropriate for Verdegaal 
to rely on that distinction. See SS(H, 718 
P.2d at 378, 218 USPQ at 689. It must be 
assumed that slow addition would , not 
change the claimed process in any respect 
including the function of the recycled mate- 
ria as a hpat sink, 

[7] Verdegaal next argues that the tes- 
timony of Union OA's experts with respect 
to what Stoller teaches could well have 
been discounted by the jury for bias^ Dis- 
carding that testimony does not eliminate 
the reference itself as evidence or its un- 
contradicted disclosure that a base of recy- 
cled fertilizer in a process may be used to 
make more, of , the product. 

[8] Verdejgaal ibises several variations 
of ah argument^ all d| Which focus On the 

; (1), (2), and (4) of section 371(c) of this title 
. , before the invention thereof . by the applicant 
for .patent 

2i Claim 4 is : :written in terms of approximate 
percentages of all reactants by weight of , the end 
product. No argument is made that the process 
of claim 4 would result in a fertilizer product 
any different from that disclosed by Example 8 
of Stoller, 
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failure of Stoller to explicitly identic the 
heel in his process as a "heat sink." In 
essence, Verdegaal maintains that because 
Stoller did not recognize the "inventive con- 
cept" that the heel functioned as a heat 
sink, Stoller?s process cannot anticipate. 
This argument is wrong as a matter of fact 
and law.; VerdegaalV own expert, Dr. 
Bahme, admitted that Stoller discussed the 
problem of high temperature caused by the 
exothermic reaction, and that the heel 
could function as a heat sink.' In any 
event, Union OA's burden of proof was 
limited to establishing that Stoller disclosed 
the same process. It did not have the 
additional burden of proving that Stoller 
recognized the heat sink capabilities of us- 
ing a heel Even assuming Stoller did not 
recognize that the heel of his process func- 
tioned as a heat sink, that property was 
inherently possessed by the heel in his dis- 
closed process, and; thus, his process antic- 
ipates the claimed invention. See In re 
Oelrich, 666 F.2d 578, 581, 212 USPQ 323, 
326 (CCPA 1981); In re Swinehart, 439 
R2d 210, 212-13, 169 USPQ 226, 229 
(CCPA 1971). The pertinent issues are 
whether Stoller discloses the process of 
adding urea and sulfuric acid to a previous- 
ly-made batch of product, and whether that 
base would in fact act as a heat sink. On 
the entirety of the record, these issues 
could only be resolved in the affirmative. 

Oh appeal Verdegaal improperly at- 
tempts to attack the status of the* Stoller 
patent as prior art, stating in its brief: 
Verdegaal also introduced evidence at 
trial that the Stpller patent is not prior 
art under 35 U.S.C. §§ I02(e)/103. Pro- 
fessor Chisum testified that the Stoller 
patent, in his opinion, was not prior 
art. ... This conclusion finds support in 

3. There is no dispute that the percentage of heel 
described in Stoller meets the percentage of 
heat sink required by the claims. 

4. The jury instruction read:: 

Stoller filed two patent applications^-an origi- 
nal application on October 30th, 1978, and a 
second on February 7th, 1980. Under the 
pa^ent .tews, th6 ; claims of the 343 patent are 
invalid if you find that the original applica- 
tion (Exhibit BL) anticipates the process 
claimed in the 343 patent. 



In re Wertheim, 646 F.2d 527 (CCPA 
1981), and ! Chisum on Patents § 3.07[3], 
Appellee Brief at 27 (record cite ohiitted). 
Seldom have we encountered such blatant 
distortion of the record. A question about 
the status of the Stoller disclosure as prior 
art did arise at trail Union Oil asserted 
that; even though the StoUer patent issued 
after the '34& patent, Stoller was prior art 
under section 102(e) as of its filiiig date 
which was well before the filing date of 
VerdegaaTs application. Professor Chisum 
never testified that the Stoller patents was 
not [ prior art; but rather, stated that he did 
not know whether Jt was prior ajrt ^ An 
excerpt from the pertinent testimony 
leaves no doubt on this point 
Q. (Mr. SuttoiO?; And dp you know 
whether: ihejStoll^r patent is prior art to- 
the application of the Verdegaal patent? 
A. (Prof. Chisum): I don't know that it 
is, no. 

We find it even more incredible that Ver- 
degaal would attempt to raise an issue with 
respect to the status of the Stoller patent 
given that the case was submitted to the 
jury with the instruction that the original 
Stoller patent application was prior art 4 
Verdegaal made no objection to that in* 
struction below, and in its appeal briefs, 
the instruction is cavalierly ignored. 

In sum, Verdegaal is precluded from ar- 
guing that the Stpller patent should not be 
considered prior art See Fed.R.Civ.P. 51; 
Weinar v. Rollform /wfc- 744 F.2d 797, 
808, 223 USPQ 369, 375 (Ped.Cir.1984), 
cert denied, 470 U.S. 1084, 105 S.Ct 1844, 
85 L.Ed.2d 143 (19*5); Bio-Rad Laborato- 
ries, Inc. v. Nicolet Instrument Corp., 739 
F.2d 604, 615, 222 USPQ 654, 662 (Fed 
Cir.), cert derUe^, 469 U.S. 1038, 105 $.Ct 
516, 83 I^M^5;(1^).^ I 

5. Union Oil also argues tHSt Verdegaal's counsel 
misled the jury by its, closing rebuttal argument: 
. [B]ut I tJiink $s; important 
that jStolIer] couldn't have been, a prior pat- 
ent because it }ss.uetf a month after the Verde- 
gaal patent had issued. 
We disprove of Verdegaal's- tactic which 
would form the \>asis for a grant of a motion for 
' a hew trial out for pur conclusion that outright 
reversal of the idling on the motion fbr JNOV is 
'in 'order. . / l,l f'[ ' ' " 
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who^wT! ^ ^ record teken a 
£2mmT5 ^ fonvinced that Union Oil 

no reton^hV COnvm<5m & ^nce and that 
no reasonable juror could find otherwise 
Consequently, the jury's verdict on valS£ 

ZSHE? evSnTe 2 

22? rf^ • ^ strict court's 

denial of Union Oil's motion for JNOV 
must be reversed, 

-.Conclusion 
^ Because the issues discussed above are 
^positive of this case, we do hot K 

oninSn Z In a<?cord «*e with this 

opuuon, we reverse the portion of the judg- 

claims 1, 2, and 4 of th e '843 patent as 3 
under section 1*2(4) and infrfa^ ^ M 
REVERSED; , 
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maraal, and Government annealed Th* 

ftTtfc? C0Urt - nartial «>uld permissibly 

•' ""P < 3 > there was no violation of dn* 
process in applying directive to stg^t 
even though directive was adopted aEe 
became member of the military and S 
^engage in outeidecommerL activ% 
b^use sergeant should have known o?t 
rective, whether or not he had actual knowt 

Reversed. 



■ w 
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Richard J. SISSON,. Appellee, 

The UNITED STATES, Appellant 
Appeal No. 86-1485. 

^ United Stetes Court of Appeals, 
; PederarCu^ 

4 ...... . March 17^ 1987. 

m »JSf PK Z master sergeant was court- 
violated Air Force regulation by makinir 

6. It should not be inferred that all nf * 
issues were Drm«>rt„ k.« - - of thes e 
pears to aLmS ^ - Union 0il a P" 



1. Constitutional Law «»278.6(2) 

Air Force master sergeant who was 
court-martial and convicted on chaS 
ftat he violated Air Pbrce regulatioTby 
n^lang p.^, commerdal sbHcitaSons 

SSot at bv egu,ati6n pr6hibited W ^ 

ucitations by a superior as well as onLn- 
° h ^ 0n8 ' and *« hfe conviSTfa 

2. Armed Services «=>36 

Constitutional Law «=»278.6(2) 
.It was not a violation of due process to 
apply Air Force command directivSr- 
mg^approval of immediate C ommJde«^ 
fo«eng^gmg m gainful outside activity to 
An- Force master sergeant, even, though 
directive was adopted after sergeant b* 
came a member of the military Sgt 
%J? e J ge " u Commereia I activities, and 
22' 8h0Wing he about 

6 ^ 8ufficie ^ evidence to 
find that sergeant should have known of 
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Cite as 910 V2d 831 (Fed. Or. 1990) 

In particular, the Senate Report accbmpa- condition, the 
nying the Act indicates that an automobile 
fitted with: special seats for. use by the 
handicapped or with special attachments to 
permit a handicapped person to operate the 
automobile are indicated as being within 
the scope of the Act.. S.Rep. No. 564, 97th 
Cong., 2d Sess. 20, reprinted in 1982; U.S. 
Code Cong. & Admin. News 4077, 4097; 
However* such a specially-equipped auto- 
mobile ,is certainly "alleviative" in the 
sense that it helps the handicapped person 
to live with the handicap by helping him or 
her to ride in or . drive a_ car. Thus, to 
interpret the word "th^rapeuttc" broadly to 
include "alleviatiye" would be inconsistent 
with the ope specific example in the legisla- 
tive history. 

In fact, our impression after reading the 
legislative history is that the CIT drew a 
very proper distinction in- this case. Con- 
gress intended to encourage the importa- 
tion of that merchandise which is designed 
to compensate for, or help adapt to, the 
handicapped condition. At the same time; 
Congress did not want to allow duty-free 
importation of merchandise which is used 
to heal or cure the condition causing the 
handicap. 

[4] Which brings us the second, factual 
issue: does a hip prosthesis (and conse- 
quently- the instruments used to implant it) 
heal or cure a persbn v^ith a handicap or 
does it merely dilow the handicapped per- 
soi to better compensate for the handicap? 
The answer to tiiis qttestibn ltes heavily in 
hovir one defines the underlying condition. 
Customs argues that a person in need of 
hip replacement suffers from an inopera- 
tive hip. ; Thus, they conclude, it "diffi- 
cult to imagine a better 'Cure' for a dis- 
eased hip .than the insertion of brarid new 
components to replace the area affected by 
disease." Appellant's Brief at 15/ ftich- 
ards, on the other, hand, points but* that a 
person yrho needs a hip prosthesis because 
he or she suffers froin, for exaih^le, severe 
arthritis still has arthritis ^ after, the opera- 
tion. The prosthesis merely allows the per- 
son to better compensate for the arthritis. 

In concluding that hip prostheses merely 
help handicapped persons adapt to their 
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CIT relied heavily on; the 
parties' stipulation before trial,, that: 
The -Prosthetic Systems. are implanted in 
physically handicapped persons in order 
to improve their ability to walk or even 
to allow them. to walk when they were 
severely crippled prior to implantation 

The CIT noted that the implantation of 
prosthetic hips is performed because of the 
incurable nature of the underlying disease, 
and that the replacement of the hip jpint is 
a "compensatory remedy of a disability and 
not a therapy.'* Richarcti Medical, 720 
F.Supp, at 1001. : y . *•* ; 

We do not find these factual, conclusions 
to be clearly erroneous. Therefore, we af- 
firm the CFTs conclusion that the instru- 
ments used to^ implant the prostheses, are 
not therapeutic and thus are classifiable 
under item 960.15, TSUS;. 
AFFIRMED. .... ' 
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In re Raymond G. BOND; 
No. 90-1023. 

United States Court of Appeals 1 , 
Federal Circuit " 

Aug; 3, 1990, 
Rehearing Denied Nov. 1, 1990. 



Inventor appealed from an order of the 
Patent and Trademark Office Board of . Pat- 
ent Appeals : and Interference^; which af- 
firmed an examiner's final rejection of both 
claims of the inventor's patent application. 
The Court of Appeals held that: (1) deci- 
sion that prior art anticipated first claim 
was deficient, and (2) holding that 5 secbnd 
claim Was ; unpatentable on grounds 6f obvi- 
ousness failed tq recognize that there were 
critical differences between claimed inven- 
tion and prior art. 

Viaciated in part, reversed in part and 
remanded. • . ; - ? 
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L Patents <3=»108 

Decision that prior art anticipated in- 
ventor's claim was ^deficient, requiring fur- 
ther proceedings to determine whether ^pri- 
or art > was structurally equivalent '.to claim 
under which remote control telephone an- 
swering machine would allow sufficient 
time to hang up after setting machine to 
answet ;so that owner? CQuld avoid toll 
charges when he set his answering: mar 
chine„ remotely. 

2. Patents <3==>16(1) 

,-. Rejection of claim, on grouiidd. of obvi- 
ousness was error, inasmuch as there were 
critical differences between claimed inven- 
tion and prior art 



Keith D. Beecherv <argued), Jessup, 
Beecher & Slehofer, Santa Monica, Califor- 
nia, for appellant / 

Murriel E. Crawford (argued), Asst. Sol., 
Office of Sol., Arlington, Va., for appellee. 
With her on thebrief, was Fred E. McKel- 
vey, Sol. 

Before ARCHER, Circuit Judge, 
BALDWIN, Senior Circuit Judge, and 
TASHIMA, District Judge.* 

PER CURIAM. 

This appeal is from the decision of the 
United States Patent and Trademark Office 
Board of Patent Appeals and Interferences 
(Board), Appeal No. 89-4286, dated June 
30, 1989, affirming the examiner's final 
-rejection of both claims of Raymond G. 
Bond's patent application Serial No. 840,- 
007, filed March 17, 1986, entitled "Remote 
Turn-on Control Systeni for Telephone An- 
swering Machine.'' We vacate-in-part, re- 
verse-in-part and remand. : 

;' V : /;\ r : ; i ■ ' ■;; ' ■ 

The application involves , one of the re- 
mote ■control^ features of a telephone an- 

* District Judge A. Wallace tashinia of the Central 
District : of California, sitting by .designation. 

1. Hanscom was awarded U.S. Patent No* 4,400,- 
586 for a "Remote Message Repeat Control For 
Telephone Answering • System." Hanscom's 
claimed invention includes a means for retriev- 



swering machine, the remote turn-on fea-t 
ture.. The machine owner who forgot to 
set the machine to answer (e,g. t it was.set 
to play back messages) can call the U ma- 
chine and set it to answering mode remote- 
ly by ringing the phone a certain number of 
times. : Once the. machine is set, it will 
remain in this mode and answer calls until 
it is set to another mode. In this- respect, 
the, application involves technology essen- 
tially identical: to the device . patented by 
Curtis; et aL,\Ui'S; Patent No. 3,723,656 
(Curtis), , 

Bond claims a combination of the above 
technology and a delay Wans which would 
prevent the machine from answering the 
over's initial call for a predetermined pe- 
riod of time after it has set itself to' answer 
(claim 1). Bond argues that the prior art 
does not leave sufficient time to hang up 
after setting the machirie. to answer, and 
thfc owner therefore may incur toll charges. 
Claim 1 was rejected under 35 U.S.G. § 102 
over .Curtis. Bond also claims the use of a 
microcomputer containing an internal coun- 
ter to implement the control and delay 
structures (claim 2). Claim 2 was rejected 
under 35 U.S.C. § i03 oyer Curtis in view 
of Hanscom. 1 

■ ii ; 

[1] The Board affirmed the examiner's 
rejection of claim 1. "For a prior art refers 
ence to anticipate in |erms of 35 U.S C. 
§ 102, every element oi, the. claimed inven- 
tion niust be identically shown in .a single 
reference." LHversiteck Corp. v Century 
Steps, Inc., 850 F.2d 675, 677, 7 USPQ2d 
1315, 1317 (Fed.Cir.1988). These elements 
must be arranged as in the claim under 
review, .Lindemarin. Masckinenfabrik v. 
American Hoist & Derrick Co., 730 F.2d 
1452, 1458, 221 USPQ 481, ]. 485 (Fed.Cir. 
1984), but this is not an 'Ipsissimis verbis" 
test,; Akzo N. V. v. United States Intl 
Trade Cqmmfa, 808 F.2d 1471, 1479 & n. 
11, 1 USPQ2d. l24i, 1245 <fcn. 11 (Fed.Cir. 

ihg messages remotely using a deeper" to alert 
the machine that it should perform; that func- 
tion. The Hanscom specification provides that 
the essential control functions are performed by 
. a' microcomputer. . . ; 



IN RE BOND 

Cite aa 910 F2d 831 (FedClr. 1990) 



833 



1986), cert denied, 482 U.S. 909, 107 S.Ct. 
2490,; 96 L.Ed.2d 382; (1987). "[Anticipa- 
tion is a fact question subject to review 
under the clearly erroneous standard." In 
re King, 801 F.2d 1324, 1326, 231 USPQ 
136; 138 (Fed.Cir.1986). ; J 

Claim 1 provides for a combination of 
control m$ans, first circuit means, second 
circuit means, and. . 

delay means included in s^id control 
; means for delaying the seizure of said 
telephone line by s^id second circuit 
means for. a predetermined time interval 
after!, said telephone answering machine 
has been set to said automatic answering 
mode so, as to. permit the jailing painty to 
get off the telephone line and avoid tele- 
phone charges. 

"It is axiomatic that, in proceedings before 
the PTO, claims in an application are to be 
given their broadest reasonable interpreta- 
tion consistent with the specification, [] 
and that claim language should be read in 
light of the specification aa it would be 
interpreted by one of ordinary skill in the 
art." In re Sneed, 710 F.2d: 1544, 1548, 
218 USPQ 385, 388 (Fed.Cir. 1983) (citations 
omitted). The specification provides that 
this delay is implemented through digital 
means as follows: 

[W]hen the ! telejphotie answering machine 
* is so set to the automatic answer mbde, 
an internal counter in the microcomputer 
Z107 delays thg time until pin 31 goes 
high, so that actual line seizure is de- 
"layed. Thte permits the calling party to 
get off the line before any toll charges 
are 



2. The board, found that "Curtis disclosed a delay 
means (R1-R5, C3-C4 and the fixed time be- 
tween rings) which delays the.; seizure = of the 
telephone line for a predetermined time after 
the machine has been set* It would seem from 
our review of me CUrtis disclosure that resistors 
R1-^R5 and capacitors C3 and C4 do not func- 
tion to produce any delay after the device is 
energized, Le., set to the automatic answering 
1 mode. Rather, their role seems to be limited to 
producing the delay that precedes the energizing 
of the answering device. If our understanding 
of the Curtis t disclosure is correct, the , delay 
experienced by the Curtis device between the 
time the device is energized ^ and the time it 
seizes the telephone line is a function solely of 



Once : pin 31 "goes high," the answering 
machine immediately seizes the line. ,By 
contrast, seizure of the line is delayed in 
the Curtis device through analog means. 2 
A delay occurs between the time' the ma- 
chine sets to answers—in response to, for 
example, the tenth ring signal— and the 
seizure of thfe line^— which takes place only 
on receipt of the next ring signal.' 

The disclosed and prior art structures "are 
not identical, but the claim, may none- 
theless be anticipated. While a "means- 
plus-function" limitation may appear ; to in- 
clude all means capable of achieving, the 
desired functiop, the statute requires that 
it be "construed to cover the corresponding 
structure, material,, or acts described in the 
specification and equivalents thereof" 35 
U.S.C. § 112 116 (emphasis added); see In 
re Iwahashi, 888 P.2d 1370, 1375 a, 1* 12 
USPQ2d 1908, 1912 n. 1 (Fed.Cir.1989) (ap- 
plying § 112 \ 6 to PTO proceedings, and 
harmonizing prior case law); Johnston 
hoc Corp., 885 F.2d 1574, 1580, 12 
USPQ2d,1382, 1386 (Fed,Cir. 1989) ("section 
112 II 6 operates to cut bapk on the types of 
means which could literally satisfy the 
claim language," ; (emphasis in original)). 
However, the. Board made no finding that 
the delay means of claim 1 and that embod- 
ied in- the Curtis cjevice : are structurally 
equivalent Accordingly, its decision as to 
the anticipation of claim 1 is deficient and 
must he vacated. Since structural equiva- 
lency under section 112 11 6 is a question of 
fact, see Pennwalt Corp. v. Durand^Way- 
land, 833 R2d 931, 933-34, 4 USPQ2d 
1737, 1739 (Fed;Cir;i987) (in banc)? the 

the fixed time between telephone rings, which 
delay is riot produced by structure within : the 
CUrtis device. In view of our vacatur and re- 
mand of the board's decision regarding, claim 1 
on other grounds, we need not further consider 
the question . of whether there is structure in 
CUrtis to delay seizure of the line after the 
device - is energized. ; ■ 

3. The. board found that in the Curtis device "the 
line is not seized immediately but only after one 
additional' ring" (emphasis added); the Curtis 
specification discloses that the inclining call is 
answered by the answering machine 'W* the 
next ring. See col; 4, lines 16-17; '■ 
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court will not reach that question in the 
first instance. 4 



' .v. - ... in,; ./• 

- [2] The Board rejected claim 2, which 
depends from . claim l,,on the ground that 
the use of a microcomputer to achieve the 
delay would have been obvious ta one 
skilled in the art; "A, determination, that 
an invention would have been obvious un- 
der § 103' is a conclusion of law based on 
fact [ J The degree to which 1 the determi- 
nation involves facts, and is thus subject to 
the 'clearlyerroneous' standard . . . is that 
degreieiriequired to erefct a foundation of 
facts sufficient to support the legil conclu- 
sion ;Ryco, Inc. v. Ag-Bag Corp., 857 
P.2d 1418,1423, 8 USPQ2d 1323, 1327 (Fed. 
Cir.1988) (citations omitted). See also In 
re Cavehey, 761 F.2d 671, 674, 226 USPQ 
1, 3 (Ped.Cir.1985). 

Claim 2 modifies claim 1 by defining the 
control and delay means thereof aa "com- 
prispng;] a microcomputer having ah inter- 
nal counter to delay the seizure of said 
telephone line until the counter reaches a 
predetermined counts In its opinion, the 
Board stated: 
Curtis discloses an analog circuit for 
counting calls [sic, rings]...; Hanscom 
discloses that it was conventional to 
count calls [rings] digitally in a telephone 
answering machine by means of a micro- 
computer; ... We hold that the artisan, 
^-having the suggestions of Curtis -and 
Hanscom before him at the time the in- 
vention was made, would have foupd it 
manifestly obvious to combine these 
teachings to obtain the subject matter of 
claim 2. 

We £re convinced that this holding does not 
recognize that there are critical differences 
between the claimed invention and the pri- 
or ajrt See Graham u John Deere Co 
383 U.S. 1, 17-18, .86 S.Ct 684, 693-94, 15 
L ; Ed.2d 545, 148 USPQ 459, 467 (1966) (the 
difference between the claimed invention 
and the prior art is one of the four factual 
inquiries pertinent to any obviousness in- 
quiry under 35 U.S.C. § 103). It also does 

4. In light of this disposition, the court heed not 
resolve the question of how closely synchro- 



not reflect the admonition of this court that 
"[ojbvioushess cannot be established by 
combining the teachings of the prior art to 
produce the claimed invention, absent some 
teaching, suggestion or incentive support- 
ing the combination." Carella v. Starlight 
Archery and Pro Line Co., 804 F.2d 135 
140, 231 USPQ 644, 647 (Ped.Cir.1986); see 
also ACS Hosp. Sys., Inc. v. Montefiore 
Hosp., 732 F.2d 1572, 1577, 221 USPQ 92$ 
933 (Fed.Cir : 1984). The Board's analysis is' 
a classical example of a hisrdsight recon- 
struction of the claimed invention. 

Bond's claimed invention includes: a mi- 
crocomputer which functions to delay sei- 
zure of the telephone line once the device 
has been set to tfatf- automatic answering 
mode. The Board found that the Curtis 
device experiences some delay after it has 
been energized and before it seizes the 
telephone line; Such a delay is only inher, 
ent in the Curtis system and Curtis neither 
places any importance on this delay nor 
specifically notes that line seizure should 
be further deferred. Hanscom, the second- 
ary reference, discloses a familiar teler 
phone answering machine that employs a 
microcomputer which delays seizure of the 
telephone line until after, a preset number 
of rings, while using a microcomputer to 
count the number of incoming rings. 
Hanscom is silent with respect to whether 
a device like that disclosed by Curtis should 
embody a delay following activation of the 
answering mode and before line seizure, or 
how such a delay shoqld he implemented. 
For the purpose of its combination with 
Curtis, the Hanscom patent merely dis- 
closes that microcomputers can be used as 
a means for counting telephone rings enter- 
ing an automatic answering machine: 

When the claimed invention is contrasted 
with the Curtis and Hanscom devices, a 
distinct difference becqmeis. apparent—the 
claimed invention embodies : a microcompu- 
ter placed within the system which delays 
seizure of the telephone line for apredeter- 
mined period of time following activation of 
the device's answering mode; Unless the 
Curtis and Hanscom: disclosures woiild 

nized are. the ring signals heard by the calling 
and called parties. 



, j., ^ RE BOND 335 

" ' Cite w 910 FJd 831 (FeAClr. 1990) 

have suggested to one of ordinary skill in VACATED-IN-PART, REVERSED-IN- 

the art at the time the invention was made PAKTV and REMANDED. 

that a microcomputer should be so * em- ■ v > 

ployed, claim 2 is not unpatentable , under . * 

35 U.S.C. § 103 on this record; See'JJni- ; ;.. , 

royal, Inc. v. Rudkin-WileyyQoinp, f 837 

F.2d 1044, 1050-51, 5 USPQ2d }434,; 1438 , ; ^IksS) 

(Fed.Cir.) cert denied, 488 U.S.. 825, 10? ^ > ... v.^Z£ ' 

S.Ct 75, 102 L.Ed.2d 51 (1983). , pn bat , : .■ ??ff - J; ,. 

ance, we conclude, given the factual find- 

ings of the Board (including the finding 

that the Curtis device does contain some 

structure which is involved in producing 

the inherent delay in seizing the telephone 

line after activation of the automatic an- ' . ' 
swering mode, see footnote 2, supra ), that 
even though the Curtis device does experi- 
ence some inherent delay, the cited refer- 
ences would not have suggested the 
claimed invention to one of ordinary skill. 
Neither reference expressly or implicitly 
suggests that a microcomputer assembly 
should be embodied in a Curtis-like device 
in such a manner as would produce the 
inherent, yet unmentioned, delay experi- 
enced by the Curtis device. 

IV 

In conclusion, the Board's decision is (1) 
vacated insofar as it holds that the inven- 
tion of claim 1 of Bond's application is 
anticipated by the Curtis device; (2) re- 
versed insofar as it holds that claim 2 is 
unpatentable under 35 U.S.C. § 103 over 
Curtis in view of Hanscom; and (3) re- 
manded. On remand, the Board should 
consider whether the delay experienced by 
the Curtis device after activation of the 
answering mode and before seizure of the 
telephone line is caused by any "structure" 
within the Curtis device and, if so, whether 
this "structure" is equivalent to that dis- ' 
closed in Bond's specification as exemplary 
of the claim 1 delay means. Only if each of 
these inquiries is answered in the affirma- 
tive is the invention defined in claim 1 
anticipated by the Curtis disclosure. 
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pay should be considered basic pay for 
cerj^, purposes implied r . that, it, .was not 
basic pay ; for other p;urposes K 3Ad ;: was 
therefore "additional pay*!).. ..T^kipg ,Mr. 
P$nn's ^gument to its logical extreme, if a 
Rigger (Diy$r) was not assigned diving, 
duties pn a particular day, or if he receiyed. 
fewer \ diving^. ^sigruTi„0nts iii a . particular 
time period t ttian lie had received in a 
previous tamje period, he could f complain 
tfr$ he ^ ^Mfered a "reduction in pay" for 
tiiat Say or th^t time period. T^at i3' ridt 
#hat .^eduetibii iri pay" means 1 , as thp 
Bokrd's decisions on tins issiie m^e clear. 
The Board-* therefore correctly cdftstritecl 
dive pay as additional pay. the. 
meaning of 5 C.F.R. § 531.202. . '| > r 

...Mr! Panjv cites: KimmrrUm^ 
'r^JfPe^e,. ^ i/L^^^. ?|74 (1992), 
f^r tfee proportion that ,a "special salai^ " 
such as dive pay, xhay C(U9^ as part of an 
employee's ^asic pay. '^e a&^ 
judge in Mr. Pann*s case ^ acknowledged 
that' the Board ih ? ffin^rirzbn had suggest- 
ed that "sbihe forms of 'special sialar^ 
under cert^*OT^ con- 
sidered 'pare of 'basic' pay^ f6ir puiposes of 
Averse adSoli jurisdiction turner 5 U.S.C. 
§■ 7512(4)l"^Hbwesver, Kinnafhdn- does not 
hold that all forms of "additional pay*' ate 
basic pay. The "special salary?' at.^spe ii* 
Kinruipion was compensation for perform- 
ing yanous a&niiistrati^ duties pursuant 
tt^peririarient appointment tb a pio&tiori 
with the Uniformed Services University of 
Health Services: Mr. Kinnamon argued 
that he had been demoted to the position 
of professor at ^ .subst^tiaUy. lower rate of 
basic pay, $f^.^$g^ 
tion-a permanent admi^tratiye qr dual 
administrative/professor position at a high- 
er rate" bf bdsic ^. ' :; B&se<l f oh the evi- 
dence proffered' by ; Mr: @rtnam6h, the 
Board held that Mr. Kiim^Pri ; ^as 1 enti- 
tled «to a hearing i to; " estabHish that the' 
"special- salary"' , was- a part - of the full 
annual salary 'of the position from -which he 
had been transferred: and thus .was parti df 



his basic pay. Unlike Mr; Kinnamon; Mr. : 
Pann; received the same rate : of, basic pay 
in hte. Rigger (Diver) position as in*-his> 
Rigger (liand) .position, because the dive 
pay was not a fixed portion of hi^compen^. 
sation, ; but depended, 0$ whether and how 
often h^ performedvcertain tasks within Ms 
job ; description, ; IJe was thus reassigned 
to a, -position haying the £f3«ie : gracje and, 
rate of pay wj[ih^ 
Board's jiirisdictipijkl sta^jte, even , thoygh, 
his opportunities, for { yarning ^(Htipn^L 
pay werg reduce^. ... . a. 

Mr.Pann also raises a: number of proper ; 
dural arguments. We have vi q.o.n$idered 
these arguments carefully, . but find .they 
ar£ witiibut ifierit Because Mr. Pann did 
not suffer a reduction in his rate bf baste 
pay as a result of his reassignment to the 
Rigger (Land) position, we affirm; 'the 
Boards decision tJbat ijb lacked Jurisdiction 
to hear Mr. P^np's appeal. . : : 

AFFIRMED,, , ■ - ; 




Roger W. BRQWN,JPh.p ? 
. Plaintiff-Appellant, 

3M, DefendantrAppeJle^,. 

and . ; ::: 

Air Product? and Chemicals, Inc., 
Pefendant-Appellee, 

i ---o and - v ' ;;: • ^ 

ilevloh ? Inc., Defendant " ^ 

No. 00-1552! 

United States Court ot Appeals, 

'/ ' ; ^Feiderai C^cuit 

y ..Septal?. 2001.1 ; -, - : • 

- Patentee brought ' suit aflegiiig in- 
fringement of its patent for computer data 
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processing system directed at solving Year 
2000 (Y2K) problem ;by setting: computer 
clock to an offset time. The United States 
District Court for the District of : Arizona, \ 
Paul G. Rosenblatt," J,, granted summary 
judgment of invaMty t6 competitor. Pat- 
entee 1 : appealed. The Court of Appeals* 
Paulirie Newman, Circuit Judge, held that: 

(1) patent described an: appariatus capable 5 
of bonvertihg only two-digit, only three- 
digit, "only fdur^digit; or iny combination of 
t^o-; thiree-, and fouir^digit date-data, and 

(2) patent thus was anticipated by prior 
art, tod was invalid foflack of novelty. 

; Mayer,,, Chief Judge, dfesented and 
filed opinion, r ■ . ; 

lv Patents <S=>323.2(1) 

Grant of summary judgment of patent 
invalidity is reviewed on the same stan- 
dard as applied by the district tourt, i.e., 
whether upon application of the correct 
law a reasonable trier of fact could find for 
the nonmovant when all rfe^onably disput- 
ed material facts and factual inferences are 
resolved in favor of the nonmovant. 

2. Patents «»50.1, 3 ji(5) ' : 

Anticipation sufficient to preclude pat- 
ent protection means a lack of novelty, and 
is a question; of fact. '35 U&OA. § 102. 



5. Patents <§=>66(1.U) 

Claim of patent for computer data 
processing system directed at solving Year 
2000 (Y2K) problem by setting computer 
clock to an offset time, which described an 
apparatus capable of converting only two- 
digit, only three-digit, only four-digit, or 
any combinatibn of two-, three-, and four- 
digit date-data, was anticipated by prior 
art, which taught the handling , of year 
dates in two-digit format by setting ffi^ 
system clock to an offset date other th^nj 
the actual date, and thus ^.;inYaKd.^oi;- 
lack of novelty. 35 U.S.CJL § 102, { 

6. Patents <S=>101(2) 

Patent claim for computer data pro- 
cessing system directed at solving If ear 
2000 (Y2K) problem by setting computer 
clock 1 to an offset time, and using one 
database file stored in the memory con- 
taining records of year-date data with" 
years being represented by at least one of 
two-digit, three-digit, "or" four-digit year- 
date representations, described an appara- 
tus capable of converting only two-digit, 
only three-digit, only four-digit, or any 
combination of two-, three-, and four-digit 
date data.. 

7. Patents <S^51(1) 

That which infringes a patent if later 
anticipates if earlier.. 35 U.S.C.A, § 102. 



3. Patents <S=>72(1) 

For anticipation - to preclude^ patent 
protection, every felement aaid limitation of 
the claimed invention; jnust be found in a 
single prior art reference, arranged as in 
the claim/ ^ U.siCA § id 

4. Patents <Sf 72(6) 

A patent ciaim which covers several 
structures or compositions, either . ger^er- 
ically or as alternative^ deemed antici- 
pated if any of the structures or composi- 
tions within, the scope of the; claim is 
knownin 'the prior art.-35 U.S.CA.4 102.- 



Maria Crimi Speth, Grant, Williams & 
Dangerfield, P.C., of Phoenix, AZ, argued 
for plaintiff-appellant. 

James J. Elacqua, Brobeck, Phleger &, 
Harrison, LLP, of Palo Alto, C A, argued 
for defendantpappeUee, 3M. With him on 
the, brief we^e Craig Y. .Allison, and Mi- 
chelle S. Falkoff Edward R. Glady, Jr., 
and- J. Marty Harper, Goodman Raup PC,, 
of Phoenix*. AZ, joined in the brief. 
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Before MAYER, Chief Judge, • \ 
NEWMAN and CLE VENGER, . Circuit 
Judges; •," ■:«>■• 

PAULINE NEWMAN, Circuit Judg€>. 

Dr. Roger W; Brown appeals the deci- 
sion of the tfaited 1 States Distort Court for 
the District' of ' Amona, granting' siimriiary 
judgment of invalidity of Dr. Brown's 
United States Patent Nqv.5,852,824. 1 We 
affirm the district court's, judgment. 

■• ' discussion : - v . 

{ . [1] The (Ustnct court rvled summarily, 
th^t Brown's patent was anticipated by 
United States Patent No. 5,600,836 (the 
'T0CS" patent, for .Turn of the Century 
Systems). For the grant 6f summary 
judgment there must be no material fact in 
dispute, or no reasonable version of mate- 
rial fact tipon which the norimovant coiuld 
prevail. See Atidefoon u Liiberty Lobby, 
Int.; 477 U.S; 2i42f,^50, 106 SiCt. 2505, 91 
L.Ed.2d 202 (1986) (the purpose of the 
summary judgment procedure is not to 
deprive a litigant of atrial, but to avoid an 
unnecessary trial when there is orily one 
reasonably possible outcome). The gnint 
of summary judgment Of invalidity is re- 
viewed on the same standard as applied by 
the district court, yii. whether upon appli- 
cation of the correct law a reasonable trier 
of fact could find for the horimoVant when 
all Reasonably disputed material facts and 
factual inferences arfe resolved in favor of 
the nonmovaht. ; 

[2-41 Anticipation under 35 U,S T C. 
§102 means lack of novelty, and is a 
question of fact! T*o anticipate, every ele- 
ment and limitatibh of the claimed inven- 
tion must be found in; a siiigle prior art 
reference, arrarig^d as in the daim. K&f- 
sten Mfg. Corp: v/Glevetati&' Go^ 
*\3d 1376, 1383, ^8 USPQ2d 1286^ 1291 
(Fed.Cir .2001); S^ripps Clinib & Research 
Foundation u Gdnenteth, Iric, dif F.2d 



1565, 1576, 18 USPQ2d 1001,1010 (Fed. 
Cirl991). When a data covers > several 
sthietiires of compositions, either gener- 
ically-or as alternatives, the claim is 
deemed anticipated if any > of the structures 
or J composition's within : the scope ^f the 
claim-is ( knoWn iiv the ! jprior ark Titanium 
Mei^ : Q<yrp: x tf 778 
F.2d 775, 782^227 USPQ 773, 778 : (Fed. 
Cir.1985). See- also . -/w re - Pet&ring, 149 
C.C.PA 993; 301F.2d 676, 682, 133 USPQ/ 
275; 280 (CCPA ; 1962) <a compound de- 
scribed in a reference, arid a. generic claim 
inducing that compound; are unpatentable 
tinder 35 U.S.C.' § : 102(b)); In re Slayter, 
47 C;C.PiAJ 849, 276' F;2d 408, 411, 125 
USPQ 345, 347 (CCPA 1960) (a generic • 
daim <&n not be allowed if the prior art 
describes a ispedes twthiii the daimed ge- 
nus). ' ' :; ' ' z';' 1 ;" ' 

The Brown and the TOCS patents are 
both directed to the ^ear 2!000(Y2K), pfobr 
lem. For computer programs where' the 
ye^r 1999 \£as represented by faeytio 
digite "^9, w there was concern about 
whether in th^ year 2000 the prpj^ams 
wouid (lifferehtiate between the year dates 
20bo ani 1900, with fbrec^its of cata- 
strophic consequences. One proposed so- 
lution was to reprogram the computer into 
thinking it was an earlier year than it 
actually was, so that a year date ending iri 
"00" would not soon be reached; The 
TOCS patent presented \ a soliitidn of this 
type;' whfereiri "two-digit years provided as 
inputs to the appUration are aHjWted . by 
either a time change virtue or c6nipleriient 
v&uW* While thfe output Hates aire repre- 
sented in local time; : Although it is disput- 
ed, for the purposes of review of this siim- 
iiiaiy judgment we accept- Brbwfr's position 
thatr the TOCS patent does riot teach 
remediation of other than t^vo^digit year 
dates; ■ : \' 



1. Brown v. Proctor & Gamble Co., No. 99-CV^ 1577 (D.Az. Aug. 10, 2000), 
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Not all -computer \databases represent 
the year; date solely by two digits; .some 
databases use three digits or four digits to- 
represent year dates, , especially in. newer 
computer programs,,. Thus , several differ- 
ent date, formats , may , fee running on , the 
sam^computer system.,- TJ^BrowiLinven- 
tion includes adjustment of programs. con- 
taining.any such .date systems,,.;, , » '.< 

-The TOGS patent :was-licensed to a com- 
pany called Unbeaten Path International 
Ltd. (UPI), who. provided a program that, 
according, to D* Brown, . remediated year 
dates on computers, .running applications 
containing' two-.^hre.^ and four-digit year 
dates by settingthe computer date{clock to, 
an offset time* Dk Brown states .that jthe 
defendants use tWa method, of remediating, 
year date date,, and .that by apphcatipn to 
or four-digit year dates, the 
Brown patent is infringed. 

M fo-krown/s patent filed on May 
system for setting tiie 
computer clock to an offset time, applica- 
ble to records with year'date data in "at 
least one of two-digit, three-digit/ or four- 
d W ; ^#esentations. Claim 16 is in suit: 

l6; apparatus f for processing fear- 

date . , d #, m a computer system, the 

apparatus comprising: " 

; acptj- •'' _ 

••' ^pi ed t? the CPU; . 

;'^ m emp|y coupled to the'bus; 

■ » system dock coupled ,to the bus, 
wherein the. .system clock is set to an 
offset tipie wherein the offset timeJis a 

= *^°$ er than the actual time; 

,at least... one application program 
stored in the memory and being execut- 
ed by the .CPU; '. 7" " v 

; a[t l .'least one database file stored,,^ 
the memory, condoning . records with 
year^ate,,data with years being repre- 
sented by at least one of two-digit, 
three-digit, or four-digit year-date rep- 
resentations; and, . 



a mechanism for converting the year- 
date data representations in. the data- 
base file to a two-digit year-date data 
representation. 

(Emphasis added.) During prosecution 
Dr. Brown identified the TOCS patent 
(filed on November 14, 1995) as the closest' 
reference. 

[6] The district court construed the : 
word "or" in claim 16 as meaning that the 
apparatus was capable of converting "only 
two-digit, only three-digit, only four-digit, 
or . any combination of two-, three- and 
four-digit date-data." Slip op. at 9. We 
agree with this construction of the claim 
for it is the plain reading of the claim text! 
These are not technical terms of art, and 
do ; not require elaborate interpretation 
There is no basis in the specification or 
prosecution history for reading "or" as 
"and"— -nor does Dr. Brown request such a' 
reading. 



[7] Neither party disputes that tide 
TOCS patent teaches the handling of year 
dates in two-digit format by setting the 
system clock to an offset date other than' 
the actual date. Although Dr. Brown ar- 
gues that TOCS does not anticipate the 
larger capability of the Brown system to, 
conduct threeand/or four-digit date conver- 
sion, the TOCS disclosure of two-digit 
remediation anticipates the Brown two- 
digit rededication. By daiming his inven- 
tion in the alternative, Dr. Brown has pre- 
sented a claim for which infringement 
would lie whether or not there were also- 
offset of three-digit or four-digit year, 
dates. The principle of law is concisely" 
embodied in the truism that: "That which; 
infringes if later anticipates if earlier." 
Polaroid Corp. v. Eastman Kodak Co., 789 
F.2d 1556, 1573, 229 USPQ 561, 574 (Fed.. 
Cir.1986) (citing Peters v. Active Mfg. Col* 
129 U.S. 530, 537, 9 S.Ct. 389, 32 L.Ed. 738 
(1889)). See generally Lewmar Marine, 



BROWN v. 3M 

Cite as 265 F.3d 1349 (Fed. Clr. 2001) 



1353 



Inc. v. Bavienti Inc., 827 F.2d 744, 747, 3 
USPQ2d 1766, 1768 (Fed.Cir.1987), 

Dr. Brown argues that because the ca- 
pability to act on a combination of two-, 
three-, and fourTciigit data when such data 
are present is not shown in the prior art, 
claim 16 can not be anticipated. However, 
claim 16 is written in the alternative, and 
as written would be literally infringed by a 
system that offsets year dates only in two- 
digit formats such* is tte'VQCS system. 
Thus the district .court cojo^ctly ruled that 
claim 16 was anticipated, and invalid for 
lack of novelty; 35 U.S.C. §■ 102. 

Each party shdll bear its costs. 

AFFIRMED. ; 

MAYER, Chief Judge, dissenting. 

I Would reverse The court errs by 
reading the claim term "or" exclusively; 
while the district Court appropriately read 
it inclusively when construing the claim. 
This is not a case of a/species anticipating 
a genus, or of a combination claimed in the 
alternative. ; Instead, the Brown patent 
teaches, an apparatus with additional func- 
tionality not disclosed in the allegedly an- 
ticipating TOCS patent. 

! Claim 16 of the Brdwn patent includes 
the ^ following limitations:' ; ' - 

at least one datable filfe stored' in the 
memory containing 1 records with year- 
date data with year^ being represented 
by at least one of two-digit, three-digit, 
or four-digit; year-date data representa- 
tions; 
and 

; # m^hanisni- fqr : converting the year- 
date data representations . in the data- 
base file ; ta two-digit, ; year-date data 
; representation, . - . v. 
'824 patent, col, 18, 11. 59-65./ . 

The "mechanism -for converting the 
year-date: data representations in the data^ 
base file" refers to "thej[! antecedent year- 
date data representations in the prior limjk 



tation. ; Such data representations may 
consist of only two-digit dates, only, three- 
digit dates, only, ifour-digit dates, or any 
combination or sub-combination' thereof. 
Therefore, although the data may vary, the 
mechanism always must have the capacity 
to, convert s of the possible data sets into 
two-digit : year-^ate data ■.. representations, 
Moreover t tl|e ''mechanism for CQnyerting 
.;."iljmitation. is stated in. meansrplujs- 
functipn format pursuant to 35 ILS.C. 
§ 112, and i#ust be interpreted, by 
refer^^e to the structure pr acts disclosed 
in, the : specification. The preferred embodi- 
ment, in the specification (JSsdjpses a pjw 
cess for converting all such possible yeai;- 
date combinations to two-digit representa- 
tions, before further; processing* to offset 
the system clock. .See '824 patent, col. 12, 

I. 5-col>13, 1./ 7. The presence of this 
disclosure mandates the . construction . of 
the ''mechanism for converting ."limita- 
tion as one that requires the capacity to 
process twp Tr three- and four-digit dates, 
eyen if the full capacity of the device is nqt 
always utilized. ; 

To invalidate a patent by anticipation^ a 
pjAox £irt reference needs to disclose each; 
and every limitation of the .claim. . . Stan? 
dard Havens Prods., Inc. u Gencor Inr 
dm.; Inc., 953 F.2d 1360, 1369, 21^USPQ2d 
1321, ; 1328 (Fed.Cir.1991). The TOCS pat- 
ent teaches a mechanism for processing 
two-digit year-date representations by . us-; 
ing an offset date other than an> actual 
d^fte.- However, it does not disclose- a 
mechanism for converting three- or>" four- 
digit year-date" representation^ to, two-digit 
year^date representations for. use with , the? 
offsetoclocifc; Se^&g., '836 patent, col. 9,: 

II, 50h64v«o1. 10; 11. 38-67, col. 2, 11. 42r44. 
Although its specification states that 

all date data is preferably converted: prior 
to processing: by the application so that the 
years ] are confined to a single- century," id 
at col. 4, 1L 18-20, it discloses no acts or 
structure to perform this conversion, and 
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makes no mention of reducing three- i or 
four-digit dates to twp-digit dates. There? 
fore, the TOCS patent does not anticipate 
because it does disclose the "mechanism 
for converting the year-date: data reprer 
sentations" limitation.. <•■ . ■ ... ; . \ 

Similarly, the test for literal infringe- 
ment under § 112; H 6 is first, whether the 
acaised : device performs an idfentfaal fune- 
tiori to the one recited in the d&tev ind, tf 
so, whether the accused device : uses the 
same strticturej materials or acts found in 
the specification, or their- equivalents. 
Gm Eted Vo: 1 v. : Nintendo Gb. y Ltd, 179 
F.3d 1350, 1355, 50 USPQ2d 1910, 1913^14 
(Fed.Cir.1999), A system made in-accoi^ 
dance with the TOCS patent woald not 
literally infringe the ; '824 ; patent because ft 
would not perform the function of convert- 
ing three-digit and four-digit date-repre- 
sentations; : ; Therefore, 'because it- would 
not infringe if later, it cannot anticipate 
though earlier, 

Moreover^ the burden 'of 'proving V pati- 
ent anticipated is particularly* high When 
the prior art was before the 6xaihiner dur- : 
ing prosecution of r the: application. H'ew- 
lettr-PackarS Co. v. Bausch & Larrib Inc rf 
909 F.2d 1464, 1467, 15 USPQ2d 1525; 
1527 (Fed;Cir.l990)., Brown cited -the 
TOCS patent as a reference to the examin- 
er^ his application^ for his '824 patent. 
Had the examiner believed that the Brown 
patent was claimed in the- alternative, he 
would be expected to have* imposed a re- 
striction requirement, or rejected ; the ap- 
plication. Instead, he allowed the claims, 
which use the term . "or^ ' in. , a practical 
coirimon-sianse way of claiming th& isiilgle 
invention of an< apparatus : witfe: J multiple 
inter-related functions. Thte is ? not "to say 
that the TOGS patent might not inherently 
disclose the missing limitation * in i the 
Brown patent, . or that the Brown patent 
might not be <held invalid , as obvious, , or 
even that Brown might be unpatentable as- 
not "useful." But neither the parties nor 



the district court put those questions be- 
fore us today. 




In re INLAND STEEL COJMPANY. 
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Board of Patent Appeals and Interfer- 
ences invalidated on basis of obviousness; 
patent which related to method of produc- 
ing cold-rolled electrical steel that had im- 
proved magnetic properties. Patent owner 
appealed. The Court of Appeals, Bryson r 
Circuit Judge, held that: (1) limiting prior 
art to its principal focus in a determination 
of obviousness was not warranted; (2) per- 
son skilled in the art would have been 
motivated to combine prior art; (3) person 
skilled in the art would have had a reason- 
able expectation of success from combining 
prior art; and (4) owner failed to overcome 
prima facie case of obviousness. 

Affirmed. 

1. Patents <S=>16.5(1) 

Limiting prior art' to its principal fo- 
cus was not warranted in determining ob- 
viousness of patent relating to use of anti- 
mony to produce cold-rolled electrical steel 
that had improved magnetic propertied; 
although prior art did not state exact me- 
chanics that were stated in patent, overall 
focus of prior art apprised ordinary artisan 
of significance of using antimony to im L : 



